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also fails the enablement requirement m light of the breadth of the subject matter claimed {e.g % ■ 
"security," "decfronic intermediary " **bcing associated with . . ."), The specification does not 
teach a person of ordinary skill in the art how to practice the full scope of the claim, and a person 
of skill in the art would therefore be required la undertake undue experimentation in order to 
make and use the invention across the full scope claimed For these reasons and for the reasons 
stated above with respect to all of the claims, Claim 28 fails the enablement and written 
description requirements of 35 U.S.C. § 1 12 1 1 . 

Claim 29: Claim 29 is dependent upon Claim 28 and fails the enablement and"' 
written description requirements of 35 U.S.C. § 1 12 1.1 for the reasons stated above. In addition, 
the limitation of Claim 29 fails because it requires additional undisclosed software. Claim 29 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e*g. 
"operative] y connected"), The specification does not teach a person of ordinary skill in the art 
how'io practice the full scope of the claim, and a person of -skill in the art would therefore be 
required to undertake undue experimentation in* drder to make and use the invention across the 
full scope claimed 

Claim 56: CJaim 56 of the '683 patent fails the enablement I'equirement because 
the specification <3oes not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software and operation of such software on accompanying hardware. Specifically, several 
limitations in Claim 56 (77:34-56), both explicitly and implicitly require software. Since no 
software is disclosed in the specification, and no meaningful programming guidance is provided* 
a person of skill in the an would have to engage a process of trial and error, perhaps followed by 
bottom up software development, in order to make and use the full scope of Claim 56. Claim 56 
also fails .the enablement requirement in light of the breadth of the subject matter claimed {e.g. 
"security," "secure, container/' "secure electronic container"). The specification does not teach a 
person of ordinary skill in the art how to practice the full scope of the daim, and a person of skill 
in the an would therefore be required to undenake undue experimental) on m order 10 make and 
use the invention across the full scope claimed For these reasons andfor the reasons stated 
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above with respect to all of the claims, Claim 56 fails the enablement and written description 
requirements of 35U>S.C § 1121*1. 

Claim 126; Claim 126 of the *683 patent fails the enablement requirement 
because the specification does not teach a person of ordinary skill in the relevant arts how to 
practice the purportedly disclosed invention without undue cxperimentation;in the development of 
enabling software and operation of such software on accompanying hardware,. Specifically, 
several limitations in Claim 126 (82:50 : 83;7), both explicitly and implicitly require software. 
Since no software is disclosed in the specification, and no meaningful programming guidance is ■ 
provided, a person of skill in the ait would have to engage a process of trial and error, perhaps 
followed by bottom up software development,,^ order to make and use the full scope of Claim 
126* Claim 126 also fails the enablement requirement in light- of the breadth of the stfbjecl matter 
claimed (e.g. "security" "secure digital container," 4 "trusted inteixnediary services**). Hie 
specification does not teach a person of ordinary skill in the art how to practice the full scope of 
the claim, .and a person of skill in the art would therefore be required to undertake undue 
experimentation in order to make and use the invention across the full scope claimed. For these 
reasons and for the reasons stated abov$ with respect to all of the claims, Claim 126 fails the 
enablement and written description requirements of 35 U.S,C, § 112$ 1-* . 

Claim 127: Claim 127 is dependent upon Claim 126 and thus fails the enablement 
and written description requirements. of 35 U.S-C. § 112 1 1 for the reasons staled above. In 
addition, the limitation of Claim 127 fails because it requires additional undisclosed software. 
Claim 127 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.g. "at least in pan identifies"). The specification does not teach a person of ordinary 
skill in the art how to practice the full scope of thQ claim, and a person of skill in die art would 
therefore be required" io Undertake undue experimentation in order to make and use the invention 
across the full scope claimed 

The '193 Patent 

Claim J* Gami 1 of the '193 paicni fails the enahlemeni requirement because the. 
specification does, not teach a person of ordinary skill in the relevant arts how to practice the 

. * Microsoft^ prelimikaUY invalidity cosnafnofs - 
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puipoiredly disclosed invention without undue experimentation in the development of enabling . 
software and operation of such softvvare on accompanying hardware. Specifically, several . 
limitations in Claim 1 (320:62-321: J 8), both explicitly and implicitly require software. Sjrjce no 
software is disclosed in the specification, and no meaningful programming guidance is provided, 
, a person of skill in die art would have to engage a process of trial and error, perhaps followed by 
botrora up software development in order to make and use the full scope of Claim 1. Claim 1 
also falls the enablement requirement in light of the breadth of the subject matter claimed (e.g. 
"budget control^ "secure database,*" "copy control"). The specification does not teach a pcrsbn 
of ordinary skill in the art how lo practice the full scope of the claim, and a person of skill in the 
art would therefore be required to undertake undue experimentation in order to make gtnd use the 
invention across the full scope claimed. For these reasons and for the reasons stated above with 
respect to all of the claims, Claim 1 fails die enablement and written description requirements of ' 
35U.S.C §31211. 

Claim 2; Claim 2 is dependent upon Claim 1 and thus fails the enablement and 
written description requirements of 35 U.S.C § 112 1 1 for the reasons stated above. In addition, 
the limitation of Claim 2 fails becauseit requires additional undisclosed software. Claim 127 aJso 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. "a time 
substantially contemporaneous"). The specification does iiot teach a person of ordinary skiD in 
the an how to practice the full scope of the claims and a person of skill in the art would therefore 
be required to undertake undue experimentation in order to make and use the invention across the 
full scope claimed 

Claim 3: Claim 3 is dependent, up on Claim 2 and thus fails the enablement and 
written description requirements of 35 U.S.C § 1 12 1 1 for the reasons stated above. In addition, 
the limitation, of Claim 3 fails because it requires actional undisclosed software. Claim 3 also 
fails the enablement requirement in light of the breadth of the subject matter claimed 
"encumbrance on said budgeT). The specificatipn does not teach a person of ordinary skill in the 
an how io practice the full scope of the claim, and a person of skili m the an would therefore be 
required to undertake undue experimentation in order io make and use the invention across the 
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fuJI scope claimed. 

Claim 4; Claim 4 is dependent upon Claim 3 and thus fails the enablement and 
written description requirements of 35 U.S.C. § 112 5 1 for the reasons staled above. Jn addition, 
the limitation of Claim 4 fails because it reqgires additional undisclosed software. Claim 4 also 
fails the enablement requirement in light of the breadth of the subject matter, claimed (eg. "digital 
file authorized by said budget' 1 )- The specification does noi teach a person of ordinary skill in the 
an how to practice the full scope of the claim* and a person of skill in the art would therefore be 
required to undertake undue experimentation in order to make and use the invention across the 
full scope claimed. 

Claim 1 It Claim J I of the '193 patent fails the enablement requirement because 
the specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software and operation of such software on accompanying hardware. Specifically^ several 
limitations in Claim J J (322:22^5), both explicitly and implicitly require software. Since no 
software is disclosed in the specification* and no meaningful programming guidance is provided, 
a person of skill in the art would have to engage a process of trial and error, perhaps followed by 
bottom up software development, in order to make and use the full scope qf Claim 1 1* Claim 1 1 
also fails the enablement requirement in light of the breadth of the subject matter claimed 
^security," "secure memory," '"features"). The specification does not teach a person of ordinary 
skill in the art how to practice the full scope of the claim, and a person of skill in the art would 
therefore be required to undertake undue experimentation in order to make and use the invention 
across the full scope claimed. For these reasons and for the reasons stated above with respect to 
all of the claims* Claim 1 J fails the enablement and written description requirements of 35 U.S.C. 
§11211. 

Claim 15; Claim 15 of the *193 patent fails the enablement requirement because 
the specification does not teach a person of ordinary skill m the relevant arts how to practice the 
purponedly disclosed mvenuon without undue experimentation m ihe development of enabling 
software and operation of such software on accompanying hardware. Specifically, several 
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limitations in Claim 15 (323:15-41), boih explicitly'and implicitly require software. Since no 
software is disclosed in the specification, and no meaningful programming guidance is provided, 
a person of skill m the art would have to engage a process of trial and error, perhaps followed by 
bottom up software development, in ordeF to make and use the full scope of Claim 15 . .Claim 15 
also fails the enablement requirement in light of the bread^ of the subject mauer claimed {e*g* 
''security " "secure database"). The specification does not teach a person of ordinary skill in the 
art how to practice the full scope of the claim, and a peisofl of skill in the art. would therefore be 
required to undertake undue experimentation in order to make and use the invention across th6 
fall scope claimed. For these reasons and for the reasons stated above with respect to all of the 
cJatos, Claim" 1 5 fails the enablement and written description requirements of 35 U.S 3 C. § 1 12 
11. 

Claim 16: Claim 16 is dependent upon Claim 15 and thus fails the enablement 
and written description requirements of 35 U.S r C § 1121 1 for the reasons stated above. In 
addition, the limitation of Claim 1 6 fails because it requires additional undisclosed software. 
•Claim 16 also fails the enablement requirement in light of the breadth of the subject matter 
claimed {e.g. "authentication step")- The specification does not teach a person of ordinary skill in 
the art h6w to practice the full scope of the claim, and a person of skill in the art would therefore 
be required to undertake undue experimentation in order to make and use the invention across the 
full scope claimed 

Claim 19: Claim 19 of the '193 patent fails the enablement requirement because . 
die specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software and operation of such software on accompanying hardware. Specifically, several 
limitations in Claim 19 (324:9-37), both explicitly and implicitly require software. Since no 
software is disclosed in the specification, and no meaningful programming guidance is provided, 
a person of skill in the art would have to engage a process of trial and error, perhaps followed by 
bottom up software development, m order 10 make and use me fuli scope of Claim ! 9. Claim 1 9 
also fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. 
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"cjcaringhoosc"). The specification does DOt teach * person of ordinary skill in the ait how to 
practice the full scope of the claim, and a person of sfcill in the art would therefore be required to 
undertake undue experimentation in order to make and use the invention across the full scope 
claimed. For these reasons and for the reasons stated above with respect to all of the claims, 
Claim 19 fails the enablement and written description requirements of 35 US.C. § H21 1. - 

Claim 51: Claim 51 of the *193 patent fails the enablement requirement because 
the specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation- in the development of enabling 
software and operation of such software on accompanying hardware. Specifically, several 
limitations in Claim 51 (326:51-327:12), both explicitly and implicitly require software. Since no 
software is disclosed in the specification, and no meaningful programming guidance is provided, 
a person of skill in the art would have to engage a process of trial and error, perhaps followed by 
bottom up software development, in order to make and use the full scope of Claim 51. Claim 51 
also fails the enablement requirement in light of the breadth of the subject matter claimed . 
"security," "clearinghouse," "location remote from"). The specification does not teach a person 
of ordinary skill in the art how to practice the full scope of the claim,.and a person of skill in the 
art would therefore be required to undertake undue experimentation in order to make and use the. 
invention across the full scope claimed. For these reasons and for the reasons stated above with 
respect to all of the claims, Claim 51 fails the enablement and written descripuon requirements of 
35 U.S.CS. 112 11. 

The '861 Patent 

Claim 34: Claim 34 of the 4 86l paient fails the enablement requirement because 
the specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 34 (24:65-25:15), both explicitly and 
implicitly require software. Since no software is disclosed, in the specification, and no 
meaningful programing euidance. is provided, a person of skill in the art would have to enjpse a 
process of trial and error, perhaps followed by bottom up software development, in order to make 
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and use the full scope of Claim 34, Claim 34 also fails the enablement requirement in light of the 
breadth of the subject matter claimed {e.g. ^descriptive data structure," "element information," 
Metadata rules"). The specification does not teach a person of ordinary skill in the ait how to 
practice the full scope of the claim, and a person of skill in the art would therefore be required to 
undertake undue experimentation in order to make and use the invention across the full scope 
claimed. For these reasons and for the reasons stated above with respect to all of the claims, 
Claim 34 fails the enablement and written description requirements of 35 U«S,G § 112 1,1. 

Claim 35: Claim 35 is dependent on Claim 34 and thus fails the enablement and 
written description requirements of 35 LLS.C. § 1125 1 for the reasons stated.above. In addition, 
the limitation of Claim 35 fails because it requires additional undisclosed software. Claim 35 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. "rights 
management data structure"). The specification does not teach a person of ordinary skill in the art 
how to practice the full scope of the claim, and a person of skill in the art would therefore be 
requixed'to undertake undue experimentation in order to make and use the invention across the 
full scope claimed, - 

Claim 36: Claim 36 is dependent on Claim 35 and thus fails the enablement and 
written description requirements of 35 U-S.C. § 1 12 J 1 for the reasons stated above. Jn addition, 
the limitation of Claim 36 fails because it requires additional undisclosed software. Claim 36 also 
fails the .enablement requirement in light of the breadth of the subject matter claimed 
"content," "rules at least in part governing - . ."). The specification does not teach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the fall scope claimed. 

Claim'37: Claim 37 is dependent on Claim 36 and thus fails the enablement and 
written description requirements of 35 U.S.C. § 112 $ 1 for the reasons stated above. In addition, 
the limitation of Claim 37 fails because it requires additional undisclosed software. Claim 37 also 
fails the enablement requiremeni in lighi of ihe breadth of the subjeci matter claimed (e.g. • 
"descriptive data structure is stored within said first secure container"). The specification does 
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not teach a person of ordinary skill in the art how to practice the full scope of the claim, and a 
person or skill in the art would therefore be required to undertake undue experimentation in order 
to make and use the invention across the full scope claimed. 

Claim 44: Claim 44 is dependent on Claim 34 and thus fails the enablement and 
written description requirements of 35 U.S.C. § 1 12 1 1 for the reasons stated above. In addition, 
the knritation of Claim 44 fails because it requires additional undisclosed software. Claim 44 also 
fails the enablement requirement in light of the breadth of the subject matter claimed {eg. 
"represeniation of the format of data . . ."). The specification does not leach a person of ordinary 
skill in the art how to practice the full scope of the claim, and a person of skill in the art would 
therefore be required to undertake undue experimentation in order to make and use the invention 

across the fun scope claimed. 

Claim 45: Claim 45 is dependent on Claim 44 and thus fails the enablement and 
written description requirements of 35 U-S.C. & 112 1 1 for the reasons stated above. In addition, 
the limiiation of Claim 45 fails because it requires additional undisclosed software. Claim 45 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. ~ 
"information regarding elements . . ."). The specification does not teach a person of ordinary skill 
in the art how to practice the full scope of the claim, and a person of skill in the art would 
therefore be required to undertake undue experimentation in order to make and use the invention 
across the full scope claimed; 

Claim 46: Claim 46 is dependent oh Claim 44 and thus fails the enablement and 
written description requirements of 35 U.S.C. § 1 12 1 1 for the reasons stated above. In addition, 
the limitation of Claim 46 fails because it requires additional undisclosed software. Claim 46 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. r "targei 
data block"). The specification does not teach a person of ordinary skill in the an how to practice 
the full scope of Hie claim, and a person of skill in the art would therefore be required to 
undertake undue experimentation in order to make and use the invention across the full scope 
claimed. 

Claim 47: Claim 47 is dependent on Claim 46 and thus fails the enablement and 
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written description requirements of 35 U.S-C § 112 S 1 for the reasons staled above. * In addition/ 
the limitatipn of Claim 47 fails because it requires additional undisclosed software. Claim 47 also 
fails the enablement requirement in light of the breadlh of the subject .matter Claimed fag. "target 
date block," t 44 target environment' 7 )- The specification does not teach a person: of ordinary skill in 
the ait how to practice the full scope of the claim, and a person of skill in the, art would therefore 
be required to undertake undue experimentation in order to make and use-the invention across the 
full scope claimed. 

Claim 48: Claim 48 is dependent cm Claim 46 and thus fails the enablement and 
written description requirements of 35 U.S.C. § 112 1 1 for the reasons staled above. In addition, 
the limitation of Claim 48 fails because it requires additional undisclosed software. Claim 48 also 
fails the enablement requirement m light of the breadth of ihe subject matter claimed (e-g* 
"source" "source message field"). The specification does not teach a person of ordinary skill in 
the art how to practice the full scope of the claim, and. a person of skill in the art would therefore 
be required to undertake undue experimentation in order to make and use the invention across the 
full scope claimed. 

Claim 58; .Claim 34 of ihe '861 patent fails the enablement requirement because 
the specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of eniabling 
software. Specifically, several limitations in Claim 34 (24:65-25:15), both explicitly and 
implicitly require software. Since no software is disclosed in the specification, and no 
ineamngful programming guidance is provided, a person of skill in the art would have to engage a 
process of trial and error, perhaps followed by bottom. up software development, in order to make 
and use the full scope of Claim 34. CJaini 34 also fails the enablement requirement in light of the 
breadth of the subject mailer claimed (e.g. "metadata information," "generating or identifying at 
least one rule . . The specification does not teach a person of ordinary skill in the art how to 
practice the full scope of ihe claim, -and a person of skill in the art would therefore be required "to 
undenake undue experimentation in order to make and use the invention across the full scope 
claimed. For these reasons and for the reasons stated above with respect to all of the claims, 
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1 Qaim 34 faUs the enablement and written^ 

2 Claim 64: Claim 64 is dependent on Claim 5 8 and thus fails the enablement and 

3 written descripUon requirements of 35 U.S.C, § 112 ? 1 for the reasons stated above. In addition, 

4 the limitation of Claim 64 fails because' it requires additional undisclosed software. Claim 64 also 

5 f«Js the enablemeiU requiiTOTenU ■ 

6 "creation of said first secure container"). The specification does not teach a person of ordinary 

7 skill in the an how to practice the fall scope of the claim, anda person of skill in the art would 

.$ therefore be inquired to undera^ ■ 

V across the full scope claimed. 
. 10 CJadm 67: Claim 67 is dependent on Claim 64 and thus fails the enablement and 

] 1 written description requirements of 35 U.S.C. § 1 12 * 1 far the reasons slated above. In addition, 

12 the limitation of .Claim 67 fails because it inquires additional undisclosed software. Claim 67 also 

13 fails the enablement requirement in light of ^ the breadth of the subject matter claimed. The 

14 specification does not teach a person of ordinary skill in the art how to practice the full scope of 

15 the claim, and a person of skill in the art would therefore be required lo undertake undue 

1 6 experimentation in order to make and use the in veniion across the full scope claimed, 

17 Claim 6S: Claim 68 is dependent on Claim 67 and thus fails the enablement and 

18 written description requirement? of 35 US.C § 1 121 1 for the reasons stated above. In addition, 

19 the limitation of Claim 68 fails because it requires additional undisclosed software. Claim 68 also 

20 fails the enablement requirement in K«ht of the breadth of the subject matter claimed. The 

. ■ 21 specification does not teach a person of ordinary skill in the art how to practice the full scope of 

22 the claim, and a person of skill in the an would iherefore be required to undertake undue 

23 ' experimentation. in order to make and use the invention across the full scope claimed 

. 24. J . ... Clahu.71: OsSrn 71 is dependent on Claim 58 and thus fails the enablement and 

25 written description requirements of 35 U.S.C. § 112 J 1 for the reasons stated above. In addition, 

26 the limitation of Claim 71 fails because it requires additional undisclosed software. Claim 71 also 

27 ; faiis the enablement requirement in iigm oi ine oreadih of me subject maner claimed. The 

28 specification does not leach a pereon of ordinary skill in the art how to practice the full scope of 

0 - MICROSOFT S rxElJWTCN AS Y INVALIDITY COHTEr/nOKS 
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the claim, and a person of skill in the an would therefore be required to undertake undue 
experimentation in order to make and use the invention across the full scope claimed. 

Claim 72: Claiin.72 depends to Claim 58 and fails the enablement and written 
description requirements of 35 U.S.C. § 1 12 1 1 for the reasons stated above,- Jh addition, the 
limitation of Claim 72 fails because it requires additional undisclosed software. 

The «891 Patent 

Claim 1: Claim 1 of the '891 patent fails the enablement requirement'because the 
specification does not teach a person of ordinary skill in. the relevant arts how to practice the * 
puiportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 1 (318:59-319:8), both explicitly and 
implicitly require software. Since no software is disclosed in the specification, and no 
meaningful pTOgramming guidance is provided, a person of skill in the an would have to engage a 
process of trial and error, perhaps followed by bottom up software development, in order to make 
and use the toll scope of Claim 1 . Claim 1 also fails the enablement requirement in light of the . 
breadth of the subject matter claimed {e.g. "securely receiving," "secure operating. environmenC 
"control"). The specification does not teach a person of ordinary skill m the art how to practice 
the full scope of the claim, and aperson of skill in the art would lherefore.be required to 
undertake undue experimentation in order to make and use the invention across the full scope 
claimed For these reasons and for the reasons slated above with respect to all of the claims. 
Claim 1 fails the enablement and written description requirements of 35 U.S.C. § 112? 1. 

Claim 22: Claim 22 of the '891 patent fails the enablement requirement because 
the specification does not teach a person of brdinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 22 (320:15-31) both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
progiamming guidance is provided, a person of skill in the art would have to engage a process of 
irial and error, perhaps followed by bonom up software development, m order to make and use 
the full scope of Claim 22. Claim 22 also fails the enablement requirement in light of the breadth 

-22- C0M640SnA(MEJ) 

S/4/2004 9:15:02 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/1 * DNIS:8729306 * CSID:6S08496775 * DURATION (mm-ss):3140 



. 4. 

1 

2 

3 

4 
.5 

6 

7 

•8- 

9 
10 
11 
12 
33 
14 
15 
36 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 



004 6:24PM . PALO ALTO OFFICE ■ / . NO. 339 P. 13 



\ 
j 



of the subject matter claimed (£.$. "securely combining," "control arrangement," "securely 
requiring")- The specification does not teach a person of ordinary skill in. the art how to practice 
the full scope of the claim, and a person of skill in the art would therefore be required to 
undertake undue experimentation in order to make and use the invention across the full scope 
claimed. For these reasons and for the reasons staled above with respect to all of the claims, 
Claim 22 fails the enablement and written description requirements of 35 U.S.C. § 112 ? U 

. Claim 23: Claim 23 is dependent on GJaim 34 and thus fails the enablement and 
written .description requirements of 35 U.S.C. § li2f 1 for the reasons stated above. In addition,- 
the limitation of Claim 23 fails because it requires additional undisclosed software. 

Claim 26: Claim 26 of the '891 patent fails the enablement requirement because 
the specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 26 (320:40-55) both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance is provided, a person of skill in the an would have to engage a process of 
triaj and error, perhaps followed by bottom up software development, in order to make and use 
the full scope of Claim 26. Claim 26 also fails the enablement requirement in light of the breadth 
of the subject matter claimed (e.g. "composite data item," securely providing"). The 
specification does not teach a person of ordinary skill in the art how to practice the full scope of 
the claim, and a person of skill in the art would therefore be required to undertake undue 
experimentation in order to make and use the invention, across the full scope claimed. For these 
reasons and forthe reasons stated above with respect to all of the claims, CJaim 26 fails the. 
enablement and written description requirements of 35 U.S.C. § 1 12 $ 1. 

Claim 27: Claim 27 is dependent on Claim 26 and thus fails the enablement and , 
written description requirements of 35 U.S.C. § 112? 1 forthereasons.stated above. In addition, 
the limitation of Claim 27 fails because it requires additional undisclosed software. Claim 27 also 
fails the. enablement requirement jn JijshT of ihe breadth of the subiect mauer claimed . 
"combining siep"). The specification does not teach a person of ordinary skill in the art bow to 

MJCROSOFTS J-ftHJMIN'ARY INVAUDrTY CONTENTIONS 
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1 practice the foil scope of the claim,auda person of'skSlTm the ait would merefore be required to 

2 undertake undue experimentation in order to make and use the invention across the full scope 
"3 claimed. 

' . ' ' 4 " ' Claim 28: Claim 28 is dependents Claim 26 and thus fails the enablement and 

5 written descripuonreqm^^ Inaddition, 

• 6" the limitation of Claim 28 fails because it requires additional undisclosed software. Claim 28 also 

7 fails the enablement requirement in light of the breadth of the subject matter claimed '(e.g. 

- 8 "composite"). The specification does not leach a person of ordinary skill.in the an how to . - 

9 practice the full scope of the claim, and a person of skill in- we art woxJd tr^cfore h* required to 

10 undertake undue experimentation in order to make and use th^jnvention across the foil scope . 

11 claimed. 

12 Claim 29: Claim 29 is dependent on Claim 26 and thus falls the enablement and 
1$ written description require 

14 the limitation of Claim 29 fails because it requires additional undisclosed software. Claim 29 also 
15." fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. 

16 "ensuring the integrity of said association . . .")- The specification does not teach a person of 

17 ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 

18 would therefore be required to undertake undue experimentation in order to make and use the 
.19 invention across the full scope claimed. 

20 Claim 31: Claim 31 is dependent on Claim 26 and thus fails the enablement and 

' '21 written d<scripticm r e qujrem^ 

' •22 the limitation of Claim 31 fails because h requires additional undisclosed software. Claim 31 also 

23' fails the enablement requirement in light of the breadth of the subject matter claimed 

• 24 ."codelivering"). The specification does not teach a person of ordinary skill in the art how to 

• 25 practice the foil scope of the claim, and a person of skill in the an would therefore be required to 

26 undertake undue experimentation in order to make and use the invention across the full scope 

27 i claimed. 

28 Claim 35: Claim 35 of the 'S91 patent fails the enablement requirement because 

„ MICVOSOFT 5 >Tt£DMWA*Y Dv'VMJlJlTY COKiemONS 
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the specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specificany, several limitations in Claim 35 (321 :29-41), both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
.programming guidance is provided, a person of skill in the art would have tQ engage a process of 
trial and error, perhaps followed by bottom up software development, in order to make and use 
the full scope of Claim 35. 1 Claim 35 also fails the enablement requirement in light of the breadth 
Of the subject matter claimed (e.g. 4, secin-e operating environment"). The specification does not 
teach a person of ordinary skill in the art how to practice the full scope of the claim, and a person 
of skill in the an wou] d therefore be required to undertake undue experimentation in order to - 
make and use the invention across the full scope claimed. For these reasons and for the reasons 
stated above with respect to all of the claims, Claim 35 fails the enablement and written 
description requirements of 35 U.S.C § 1 12 5 1. 

Claim 36: Claim 36 of the '891 patent fails the enablement requirement because 
the specification does not leach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specificany, several limitations in Claim 36 (321:44-57), both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance is provided, a person of skill in the art would have to engage a process of 
trial and error, perhaps followed by bottom up software development, in order to make and use 
the full scope of Claim 36. Claim 36 also fails the enablement requirement in light of the breadth 
of the subject matter claimed {e.g. "secure operating environment system," "operatively 
connected," "logically associated with*'). The specification does not teach a person of ordinary 
skill in the art how to practice the full scope of the claim, and a person of skin in the art would 
therefore be required to undertake undue experimentation in order to make and use the invention 
across the full scope claimed. For these reasons and for the reasons stated above with respect to 
all of The claims. Ciaim 36 fails the enablemeni and wniter. description requirements of 35 U.S.C 
§11211. 
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Claim 39: Claim 39 is dependent on' ciaim 22 and thus fails the enablement and 
written description requirements of 35 U.S.C §,112 1 1 for the reasons stated above. In addition, 
the limitation of aaim 39 fails because it requires additional undisclosed software. Claim 39 also 
faiis the enablement requirement in light of the breadth of the subject matter claimed (eg. 
"persistently associating," "control arrangement"). The specification does not leach a person of 
• ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 
would therefore.be required to undertake undue experimentationin order to make and us* the 
invention across the full scope claimed; 

Claim 40: Claim 40 is dependent upon Claim 26 and thus fails the enablement 
and wriuen description requirements of 35 U.S.C. § 112 f 1 for the reasons, siated above. .In 
addition, the limitation of Claim 40 fails because it requires additional undisclosed software. 
Qaim 40 also fails the enablement requirement in light of the breadth of the subject matter 
claimed "control arrangement"). The specification does not teach a person of ordinary skill 
in tlfe art how to praciice the full scope of the claim, and a person of ski)) in the art would 
therefore be required to undertake undue experimentation in order to make and use the invention 
across tbe fuD scope claimed. 

Claim 51: Claim 51 is dependent upon Claim J and thus fails the enablement and 
written description requirements of 35 "U-S.C. § 1121 1 for the reasons stated above. In addition, 
the limitation of Claim 51 fails because it requires additional undisclosed software. Claim 51 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. "end 
user electronic appliance," "secure processing step"). The specification does not teach a person 
of ordinary skill in the art how to praciice tbe .full scope of the claim, and a person of skill in the 
art would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. 

Claim 53: Qaim 53 is dependent upon Claim 22 and thus fails the enablement 
and written description requirements of 35 U.S.C. § 1 12-fl 1 for the reasons stated above. In 
addition, the iimiianon of Claim 53 fails because it requires additional undisclosed software. 
Claim 53 also fails the enablement requirement in b'ght of the breadth of the subject matter 
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claimed <e* "end »ser electronic appliance"). The specification does not teach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to mate and use the 
invention across the full scope claimed. 

Claim 54: Claim 54 is dependent upon Claim 26 and thus faijs the enablement, 
and written description requirements of 35 U.S.C. §112? 1 for the reasons stated above. In 
addition; the limitation of Claim 54 fails because it requires additional undisclosed software. 
Claim 54 also fails the enablement requirement in light of the breadth of the subject matter 
claimed {e g, "end user electronic appliance"). The specification does not teach a person of 
ordinary skill ifl'tbe an how to practice the full scope of the claim, and a person of skill in the an 
would therefore be required to undertake undue experimentation- in order to make and use the 

invention across the full scope claimed- 

Claim 56: Claim 56 is dependent upon Claim.35 and thus fails the enablement 
and written description requirements of 35 U.S.C. § 1 12 % 1 for the reasons stated above. In 
additioi:,.ihe limiiaijon of Claim 56 fails because it requires additional undisclosed software. 
Oaim 56 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.g. "end user electronic appliance"). The specification does novieach a person of 
ordinary skill in the an how to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order Jo make and use the 
■invention across the full scope claimed. 

Claim 57: Claim 57 is dependent upon Qaim 36 and thus fails the enablement 
and written description requirement of 35 VS.C § 1 12 * 1 for the reasons stated above, In 
addition, the limitation of Claim 57 fails because it requires additional undisclosed software. 
Claim 57 also fails the enablement requirement in light of the breadth of the subject matter 
claimed {e.g. "end user electronic appliance," "protected processing environmenn. The 
specification does not leach * person of ordinary s*i)l in the art how to practice the full scope of 
the claim, and > o^on of skill in the an would iherefore be required to undertake undue 
e *pcrimeniau'on in order to make and use the invention across the full scope claimed. 

MlCROSOFTS PKELMNAKV INVALIDITY ODWTENTlOW 
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- ri n i m laTid thus foils the enablement and' 

^dert.keu.duee.pen^tauom, order to make 
8 I claimed, _ 22 d te fails ihe enablement 

I . ■ riflim 60 fails because it require ™ 

14 tate*'' OW «>P""«> h ' ^fl)llECop "' , ,,.^ iB< rf tt «, mate and n**^ ra *> n 

,". 15 I Oiereforel» required to.uWJensV* undue expenmentauon in order 10 

19 aaato.Aeta^ 0 ' 0 ^ 611 ^.^breadfrofthesubjettmat^ 

23 I required w undenal^ on * je CK P cr "^ ientaUOn 

24 I faSKopecWwed. « m d thus fails the eMblement 

CMm <3: Claim 63 is dependent upon Cftm. 35 and thus 

28 | Claun f>3 also fmH th ^ ^ ^a^^^^S* 
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claimed (eg. ^securely receiving"). The specification does not teach a person of ordinary skHl in 
the" art bow to practice the full scope of the claiia, and a person of skill in the an would therefore 
be required to undertake undue experimentation in order to make and use the invention across die 
full scope claimed 

Claim 64 : Claim 64 is dependent upon Claim 36 and thus fajls the enablement 
and written description requirements of 35 XJ.S.C § 1 1 2 5 1 .for the reasons scaled above. In 
addition, the limitation of Claim 64 fails because it requires additional undisclosed software. 
Claim 64 also fails the enablement requirement m light of the breadth of the subject matter 
.claimed (e.$. "controls"). The specification does not teach a person of ordinary skill in the art 
how to practice the full scope of the claim, and a person of skill in the an would therefore be 
required to underi^ike undue experimentation in order to make and use the invention across the 
full scope claimed. 

Claim 65: Claim 65 is dependent upon Claim 1 and thus fails the enablement and 
written description requirements of 35 U.S.C § 112 1 1 for the reasons stated above. In addition, 

' the limitation of Claim 65 fails because it requires additional undisclosed software. Clain} 65 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. "secure 
processing . environment")- The specification does not teach a person of ordinary skill in the art 

. how to practice the full scope of the claim, and a person of skill in the art would therefore be 
required to undertake undue experimentation in order to make and use the invention across Che 
full scope- claimed 

Claim 67: Claim 67 is dependent upon Claim 22 and thus fails the enablement 
and written description requirements of 35 U.S.C. § 112? 1 for the reasons slated above. In 
addition, the limitation of Claim 67 fails because it requires additional undisclosed software. 
Claim 67 also fails the enablement requirement in light of the bxeadth of the subject matter 
claimed (e.g. "secure processing environment"). The specification does not teach a person of ' 
ordinary skill in the art how. to practice the full scope of the claim, and a person of skill in the art 
would ihcrefore he reouired io undertake undue experimeniarion in order tomake and use the 
invention across the full scope claimed. 

^ Q . Mjckosofts preliminary invalidity contewtons 

C 01-1640 SB A (Mjei) 



PAGE 19193 ' RCVD AT 8/412004 9:15:02 PM [Eastern Daylight Time] 1 SVRiUSPTO-EFXRM/l * DN1S:8729306 * CSID:6508496775 ' DURATION (mm-ss):3M0 



. 4. 
i 

2 

3, 
■4 

5 

6 

7 

8 

9 
10 
11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 



004 6:27PM PALO ALTO OFFICE . .■ NO. 339 P. 20 

' Claim 68: Claim 68 is dependent upon Claim 26 and thus fails the enablement 
and written dcsciiption requijements of 35 U.S.C. § 112 J I for the reasons stated above. Li. 
addition; the brnitation of Claim 68 fails because il requires additional undisclosed software. 
Claim 68*also fails the enablement requirement in light of the breadth of the subject matter 
claimed "secure processing environment"). The specification does not teach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed.- 

Claim 70: Claim 70 is dependent upon Claim 35 and thus fails the enablement 
and written description requirements of 35 U.S.O § 1 12 $ 1 for the reasons staled above In 
addition, the limitation of Claim 70 fails because it requires additional undisclosed software. 
Claim 70 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.g. "secure processing environment," "securely processing," "securely executing"). 
The specification does not teach a person of ordinary skill hi the art how to practice the full scope 
of the claim, and a person of skill in the art would therefore be required to undertake undue 
experimentation in order to make and use the invention across the full scope claimed. 

O aim 7i; a aim 71 is dependent upon Claim 1 and thus fails the enablement and 
written description requirements of 35 U.S.C. § 112 1 1 for the reasons stated above. Ih addition, 
the limitation of Claim 71 fails because il requires additional undisclosed software. Claim 71 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. 
"securely combining," "control arrangement"). The specification does not teach a person of 
ordinary skill in the arthow to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. 

Claim 74: Claim 74 is dependent upon Claim 35 and thus fails the enablement 
and written description requirements of 35 U.S.C § 1 1 2 H 1 for the reasons stated above. In 
addition the limitation of Claim 74 fails because n requires additional undisclosed software. 
Claim 74 also fails the enablement requirement in light of the breadth of the subject matter 
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claimed {e.g- ^securely combining^ "combined executable"). The specification does not teach a 
person of ordinary stall in the art how to practice, the full scope of the claim, and a person of skill 
in the art would therefore be required to undertake undue experimentation in order to make and 
use the invention across the full scope claimed. 

Claim 75: Claim 75 is dependent upon Claim 36 and thus fails* the enablement 
and written description requirements of 35 U«S,C. § 11 2 % 1 for the reasons stated above. In 
addition, the limitation of Claim 75 fails because it requires additional undisclosed software. 
Claim 75 also fails the enablement requirement in light of the breadth of ihe subject matter, 
•claimed "combined control arrangement'*) , The specification does not teach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. 

Claim 76: Claim 76 is dependent upon Claim 1 and thus fails the enablement and 
written description requirements of 35 ILS.G. 8 112 1 1 for the reasons stated above. In addition 
the limitation of Claim 76 fails because it requires additional undisclosed software. Claim 76 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. 
"securely receiving steps/ 7 "independently performed at different tiroes"), .The specification does 
not teach a person of ordinary skill in the art bow to practice the full scope of the claim, and a 
person of skill in the art would therefore be required to undertake undue experimentation in order 
to make and use the invention across the full scope claimed. 

Claim 79) Claim 79 is .dependent upon Claim 26 and thus fails the enablement 
and written description requirements of .35 U.S.C. § 1 12 5 1 for the reasons stated above. In 
addition, the limitation of Claim 79 fails becauseit Requires additional undisclosed software. . 

Claim 81: Claim 81 is dependent upon Claim 35 and thus fails the enablement 
and written description requirements of 35 U.S.C. § 112 J 1 for the reasons staled above* In 
addition, the limitation of Claim S] fails because it requires additional undisclosed software, ' 
Claim 81 also iails trie enablement requirement in light of the breadth of the subject maner 
claimed g. ''securely receiving steps"). The specification does not teach a person of ordinary 
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skiU in the art how to practice the full scope of the-ciaim, and a person of skill in the art would . 
therefore be required to undertake undue exp^entation in order to make and use the invention 

across the full scope claimed t 

Claim 82: Claim 82 is dependent upon Claim 36 and ihus fails the enablement 
and written description requirements of 35 U.S.C. § 1 12 % 1. for the reasons stated above. In 
addition, the limitation of Claim 82 fails because it requires additional undisclosed software. 
Claim 82 also fails the.enabJement requirement in light of the breadth of the subject m'auer 
claimed (e.g. "controls"). The specification does not leach a person of ordinary skill in the art ' 
how to practice the full' scope of the claim, and a person of skill in the art would therefore be 
required to undertake undue experimentation in orderto make and use the invention across the 
full scope claimed. 

Claim 84: Claim 84 is dependent upon Claim 1 and thus fails the enablement and 
written description requirements of 35 U.S.C. § 1 12 % I for the reasons stated above. In addition, 
the limitation of Claim 84 fails because it requires additional undisclosed software. Claim 84 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (<«.£. 
"first/second entity's control"). The specification does not teach a person of ordinary skill in the 
art how" to practice the full scope of the claim, and a person of skill in the art would therefore be 
required to undertake undue experimentation in order to make and use the invention across the 
full scope claimed.! 

Claim 86: Claim 86 is' dependent upon Claim 26 and thus fails the enablement 
and wrinen description requirements of 35 U.S.C. § 1 12 J 1 for the reasons stated above. In - 
addition, the limitation of Claim 86 fails because it requires additional undisclosed software. 
Q aim 86 also fails the enablement requirement in light of the breadth of the subject matter 
claimed {e.g. "control"}. The specification does not teach a person of ordinary skill in the art how 
to practice the full scope of the claim, and a person of skill m the an would therefore be required 
to undertake undue experimentation in order 10 make and use the invention across ihe full scope 
claimed. 

Claim 88: Claim 88 is dependent upon Claim 36 and thus fails the enablement 
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and written description requirements of 35' U&G. § M 12 $ 1 for the reasons stated above. In 
addition, the limitation of Claim 88 fails because it requires additional undisclosed software. 
Claim 88 also fails the enablement requirement in light of the breadth of the subject matter f 
- claimed (e.g. "control"). The specification does not teach a person of ordinary skill in the art how 
to practice the full scope of the claim, and a person of skill m the art would therefore be required 
to undertake undue experimentation in order to make and use the invention across the full scope 
claimed. 

Claim 89: Claim 89 is dependent upon Claim 1 and thus fails the enablement and 
written description requirements of 35 ILS.C § J 12 1 1 for the reasons stated above. In addition, 
ihe limitation of CJaim 89 fails because it requires additional undisclosed software. Qlaim 89 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (eg. 
"control " "protected processing environment"). The specification does not reach a person of 
ordinary skill in the an how to pracuce the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the • 
invention across the full scope claimed. 

Claim 91: Claim 91 is dependent upon Claim 22 and thus fails the enablement 
. and written description requirements of 35 tIS.C. § 112 ? 1 for the reasons stated above. In 
addition, the limitation of Claim 91 fails because it requires additional undisclosed software. 
Claim 91 also fails the enablement requirement in light of the breadth of the subject matter 
cj aimed. The specification does not teach a person of ordinary skill in the art how to practice the 
full scope of the claim, and a person of skill in the art woujd therefore be required to undertake 
undue experimentation in order to make and use the invention across the full scope claimed. 

• Claim 94: Claim 94 is dependent upon Claim 35 and thus fails the enablement 
and written description requirements of 35 U.S.C. § 112 f 1 for the reasons stated above In 
addition, the limitation of Claim 94 fails because it requires additional undisclosed software. 
'Claim 94 also fails the enablement requirement in light of the breadth of the subject matter 
claimed. The specification doe* no; teach a person oi ordinary skill m the an how to pracuce thf 
full scope of the claim, and a person of skill in the an would therefore be required to undertake 
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undue experimentation in order to make and use the'invention across tbe full scope claimed. 

Claim 95: Claim.9S is dependent upon Claim 36 and thus fails the enablement 
and written description requirements of 35 .ILS.C. § 112 5 1 for the reasons stated above. In 
addition, the limitation of Claim 95 fails because it requires additionalundisclosed software, 
a aim 95 also fails the enablement requirement in light of the breadth of thesubjecrmailer 
claimed. The specification does not teach a person of ordinary skill in the art how to practice the 
full scope of the claim, and a person of skill in the art would therefore be required to undertake 
undue experimentation in order to make and use the invention across the fuJJ scope claimed. 

The '912 Patent 

" : Claim 6: Claim 6'of the '912 patent fails the enablement requirement because the 
specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 6 (326.65-327:23), both explicitly and 
impb'eitly require software. Since no software is disclosed in the specification, and no 
meaningful programming guidance is provided, a person of skill in the art would have to engage a 
process of trial and error, perhaps followed by bottom up software development, in order to make 
and use the full scope of Claim 6. Claim 6 also fails the enablement requirement in light of the 
breadth of the subject matter claimed (.e.g. "relatively lower level of security/' "private portion 
characterized by . . - "accessing," "record"). The specification does not teach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. For these reasons and for the reasons stated above with 
respect to an of the claims.. Claim 6 fails the enablement and written description requirements of 

35 U.S.C. §11211. 

Claim 7: Claim 7 is dependent upon Claim 8 and thus fails tbe enablement and 
written description requirements of 35 U.S.C. § 1J 2 f 1 for the reasons stated above. In addition, 
we limnauon of Claim 7 fails because it requires additional undisclosed software. Claim 7 also 
fails the enablement requirement in light of the breadth of the subject matter claimed 

MJOlOSOFTS PRELIMINARY INVALIDITY CQr*tliNTlQ«S 
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"relatively hifehex/Tower levcj.of security"). Tha specification docs not teach a person of ordinary 
skill in the art how to practice the foil scope of the claim, arid a person of skill in the an would 
therefore be required to undertake undue experimentation in order to make and Use the invention 
across the full scope claimed. 

Claim 8: Claim 8 of the *912 patent fails the enablement requirement because the 
specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in ihe development of enabling 
software. Specifically, several limitations in Claim 8 ( ), both explicitly and implicitly 



require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance is provided,. a person of skill in the art would have to engage q process of 
trial and error, perhaps followed by bottom up software development, in order to make and use 
12 the ftiD scope of Claim 8- Claim 8 also fails the enablement requirement in light of the breadth - 
. 13 of the subject matter claimed (e.g. "higher/lower JeveJ of security, 71 "execution space identifier " 

14 "assembling 7 *).' The specification does not teach a person of ordinary skill in the an how to 

15 | practice the full scope of the claim, and a person of skill in the art would therefore be required to 

16 I undertake undue experimentation in order to make and use the invention across the full scope 

17 claimed. For these reasons and for the reasons stated above with respect to all of the claims, 

18 Claim 8 fails the enablement and written description requirements of 35 ILS.C. § 1 12 1 1. 

19 Claim 9: Claim 9 is dependent upon Claim 8 and thus fails the enablement and 
20* written description requirements of 35 U.S.C. § 112 J 1 for the reasons staled above. In addition, 

• 21 the limitation of Claim 9 fails because itrequires additional undisclosed software. 

22 -Claim 13: Claim 13 is dependent upon Claim S and thus fails the enablement and 

23 written description requirements of 35 U.S.C § 112 1 1 for the reasons stated above. In addition, 

24 the limitation of Claim 13 fails because it requires additional undisclosed software. Claim 13 also 

• 25 fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. "a 

26 security level higher that that of the execution space, 5 *). The speciBcation does not teach a person 

27 03 ordinary 'skill in the an how \o practice the full scope of ihe claim, and a person of skill in tht 

■. 28 art would therefore be required to undertake undue experimentation in order to make and use the 
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invention across the full scope claimed. 

Claim 34: Claim 14 is dependent upon Claim 13 and thus fafl&the enablement 
and written description requirements of 35 U.S.C. % 1 12 ? 1 for the reasons slated above. In 
addition, the limitation of Claim 14 fails because it requires additional undisclosed software.. 

Claim 35: Claim 35 of the l 9\2 patent fails thc.enablement requirement because 
the specification does not teach a person of ordinary slyJl in the relevant arts how to practice' the 
puiportedly disclosed invention without undue experimentation in the' development of enabling 
software. Specifically, several limitations in Claim 35 (330:27-57) T both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful - 
programming guidance is provided, a person of skill in the art would have to engage a process of 
trial and em>r, perhaps followed by bottom up software development, in order to make and use 
the full scope of Claim 35., Claim 35 also fails the enablement requirement in light of the breadth 
of the subject matter claimed {e.g. "second processing environment remote from first processing 
environment," 'Identification information")- ' The specification does not teach a person. of 
ordinary skill in the art how to practice the full scope of the claim, and a person.of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. For these reasons and for the reasons stated above with 
respect to all of the claims, Claim 35 fails the enablement and written description requirements of 
35U.S,C§ 132*3. 

The '900 Patent 

* »■ 

Claim 155: Claim 155 of the '900 patent fails the enablement requirement 
because the specification docs not teach a person of ordinary skill in the relevant arts how to 
practice the purportedly disclosed invention without undue experimentation in the development of 
enabling software. Specifically,, several limitations in Claim 155 (370:30-55X4)01}) explicitly and 
implicitly require software. Since no software is disclosed in the specification, and no 
meaningful programming guidance is provided, a person of skill in the art would have to engage a 
process of iria) and error, perhaps followed by botiom up software development, in order to make? 
and use the full scope of Claim 155. Claim 155 also fails the enablement requirement in light of 
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the breadth of the subject matter claimed (e.g. "host 'processing environment," "tamper resistant 
software designed to be loaded into said main memory . . "machine check programming which 
derives infonnation . . .," "integrity programming"). The specification does not teach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of *kill.in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the fall scope claimed. For these reasons and for the reasons staled above with 
respect to aJl of the claims. Claim 155 fails the enablement and written description requirements 
of3SU.S-C.§ 11251. ' 

CJaim 156: Claim 156 of the *900 patent fails the enablement requirement 
because ihe specification does not teach a pesson of ordinary skill in the relevant ana how to 
practice the purportedly disclosed invention without undue experimentation in the development of 
enabling software. Specifically, several limitations in Claim 1 56 (370:57-371 : 15), both explicitly 
and implicitly require software. Since no software is disclosed in the specification, and no 
meaningful programming guidance is provided/a person of skill in the art would have to engage a 
process of trial and enox, perhaps followed by bottom up software development, in order to make 
and use the full scope of Claim 156. Qaim 156 also fails the enablement requirement in light of 
the breadth of the subject maUer claimed (e.g. "virtual distribution environment" "host 
processing environment,'' "tamper resistant software designed to be loaded into said main 
memory . . "machine check programming which derives information . . "integrity - 
programming' 1 ). The specification does not teach a person of ordinary skill in the anhow to 
practice the full scope of the claim, and a person of sJaD in the art w^rold therefore be required to 
undertake undue experimentation in order to make and use the invention across the full scope 
claimed. For these reasons and for the reasons staled above with respect to all of the claims, 
Qaim 156 fails the enablement and written description requirements of 35 U.S.C. § } 12 5 1. 

Claim 157: Claim 157 of the '900 patent fails the enablement requirement " 
because the specification does not teach a person of ordinary skill in the relevant arts how to 
•practice ihe. purportedly disclosed invention without undue experimentation in the deveiopmeni of - 
enabling software. Specifically, several limitations in Claim 157 (371:16-42), both explicitly and 

r 
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implicitly require software. Since no software is disclosed in the specification, and no 
meaningful programming guidance is provided, a person of skill in the art would have to engage a 
process of trial and error, periiaps followed by bottom up software development, in order to .make 
and use the full scope of Claim, 157. Claim 157 also fails the enablement requirement m light of 
the breadth of the subject matter claimed Virtual- distribution environment," "host . 
processing environment," ^tamper resistant software designed to be loaded mto said main 
memory . * ♦ " "machine check programming which derives information . . . " "integrity 
pro^amming 77 )* The specification does not teach a person of ordinary skill in the ait how to 
practice the full scope of the claim, and a person of skill m the ait would therefore be required lb 
undertake undue experimentation in order to make and use the invention across the full scope 
claimed. For these reasons and for the reasons stated above with respect to all of the claims, 
Claim 157 fails the enablement and written description requirements of 35 TJ*S,C, § 1 12 i 1. 
The '721 Patent 

Claim 1: Claim 1 of the '721 patent fails the enablement requirement because the 
specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several'Iinritations in Claim 1 (21:10-24), both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance is provided, a person of skill in the art would have to engage a process of. 
trial and error* perhaps followed by bottom up software development, in order to make and use 
the full scope .of Claim 1. Claiml also fails, the enablement requirement in light of the breadth 
of the subject matter claimed (e-g* "load module," '^tamper resistance," "security level"). The 
specification does not teach a person of ordinary skill in the an how to practice the full scope of 
the claim, and a person of skill in the an would therefore be required to undertake undue 
experimentation ip order to make and u$e the invention across the full scope claimed. For these 
reasons and for the reasons stated above with respect to all of the claims, Claim 1 fails the 
enablement and wnuen description requirements of 35 U-S.C. § 1 J2 1 1. 

Claim 5: Claim 5 of the *72J patent fails the enablement requirement because the 
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specification does not teach a person of ordinary' skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 5 (21:39-47), both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance is provided, a person of skill in the art would have to engage's process/of 
trial and error, perhaps followed by bottom up software development, in order to make and use 
the full scope of Claun 5- Claim 5 also fails the enablement requirement in light of the breadth 
J of the subject matter claimed (e.g. "software verifying method," "specification"). The 
specification does not teach a person of ordinary skill in the art how to practice the full scope of 
the claim, and a person of skill in jhe art would therefore be required to. undertake undue 
experimentation in order to make and use the invention across the full scope claimed. For these 
reasons and for the reasons staled above with respect to all of the claims, Claim 5 fails the . 
enablement and written description requirements of 35 U.S.C §11211. 

Claim 9; Claim 9 of the *72l patent fails the enablement requirement because the 
specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 9 (22:5-15), both expUcitlyand implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance is provided, a person of skill in the art woujd have to engage a process of 
trial and error, perhaps followed by bottom up software development, in order to make and use ■ 
the full scope of Clairti 9. Claim 9 also fails the enablement requirement in light of the breadth 
of the subject marier claimed (e.g. "distinguishing between 'trusted- and untrusted load modules-; . 

^associated digital signature, 7 * "conditionally executing"). The specification does not teach a 
person of ordinary $kiH in the art how to practice the full scope "of the claim, and a person of skill 
in the art would therefore be required to undertake undue experimentation in order to make and 
use the invention across the full scope claimed. For these reasons and for the reasons stated 
above wiih rtspta io aj) of the claims, Claim 9 fails the enablemeni and written description 
requirements of 35 U.S.C. § 1 12 J 1. - 
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. Claim 14: Claim 3 4 of the *721 patent flails the enablement requirement because 

the specification does not teach a person of ordinary skill in the relevant arts how to practice the 

purportedly disclosed invention without undue experimentation in the development of enabling 

software. Specifically, several limitations in Claim 14 (22:44-51), both explicitly and implicitly 

require software; Since no software js disclosed in the specification, and no meaningful 

programming guidance is provided, a person of skill in the art would have to engage a process of 

trial and error, perhaps followed by bottom up software development, in order to make and use 
■ 

the full scope of Claim 14. Claim 14 also fails the enablement requirement in light of the V 
breadth of the subject matter claimed (c.£. "arrangement within the first tamper resistant barrier 
that prevents . . .,"). The specification does not teach a person of ordinary skill in che art how to 
practice the fUl scope of the claim, and a person of skill in the art would therefore be requiredlo 
undertake undue experimentation in-brder to make and use the invention across the full scope 
claimed. For these reasons and for the reasons-Slated above with respect to aJJ of the claims, 
Claim 14 fails the enablement and written description requirements of 35 U.S.C. § 1 12 1. 

Claim 1 8: Claim 1 8 of the *721 patent fails the enablement requirement because . 
the specification does not teach a person of ordinary skill in the relevant ans how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 18 (22:64-25:3), both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance is provided, a person of skill in the art would have to engage a process of 
trial and error, perhaps followed by bottom up software development, in order to make and use 
the full seppe o? Claim 18. Claim IS .also fails the enablement requirement in light of the 
breadth of the subject matter claimed (e.g: "preventing the first computing arrangement . . 
rbe specification does not teach a person of ordinary skill in the art how to practice the full scope 

the claim, and a person of skill in the an would therefore be required to undertake undue 
sxperimemation in order tomake and use the invention across the full scope claimed. For these 
easons and for the reasons stated above wiih respect to all of the claims. Claim 1 8 fails ihf 
inablement and written description requirements of 35 U.S.C. § 1125 1. 

A r> MICROSOFT'S MtEUMINAKY INVAUDtTV COWTOCT*QK5 

. -W- COI-I640SBA<MEJ) 

8/4/2004 9:15:02 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/1 ^ DN1S:8729306 ft CSID:650849677S * DURATION (mm-ss):3140 



AUG. 4.2004 6:31 PM. 



PALO ALTO OFFICE" 
■) 



NO. 339 P. 31 



1 I . Claim 34; Claim 34 of the 721 patent fails the enablement requirement because 

2 ] the specification does not teach a person of ordinary skill in the relevant arts how to practice the 

3 fi purportedly disclosed invention without undue experimentation in the development of enabling 

4 I software. Specifically, seVeraUimitations in Claim 34 (24:47-56), both explicitly and implicitly 

5 I require software. Since no software is disclosed in the specification, and no pneaningful 

6 programming guidance is provided, a person of skill in the art would have to engage a process of 

7 trial and error, perhaps followed by bottom up software development, in order to make and use 

8 the full scops of paim 34. Claim 34 also fails the enablement requirement in light of the 

9 J breadth ofthe subject matter claimed "secure execution space," "security level"). The 

10 specification does not teach a person of ordinary skill in the art how to practice the full seppe of 

11 the claim, and a person of skill in the aoi would therefore be required to undertake undue 

12 experimentation in orderto make and use the invention across the full scope claimed. For these' 

13 reasons and for the reasons staled above with respect to all of the claims, Claim 34 fails the 
34 . enablement and written description requirements of 35 U.S-C. § 1125 1. 

15 I Claim 38: Claim 38 of the *721 patent fails the enablement requirement because 

j the specification does not reach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 38 (25:1-8), both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance is provided* a persofc of skill in the art would have to engage a process of 
trial and error, perhaps followed by bottom up software development, in order to make and use 
the full scope of CI aim 38, Claim 38 also fails the enablement requirement in light of the 
breadth of the subject matter claimed \e.g. "computing arrangement surrounded by a first tamper 
rcsist^ntbarrier _ . , , 5? "security level")* The specification does not leach a person of ordinary 
skill in the art how to practice the full scope of the claim, and a person of skill in the art would 
therefore be required to undertake, undue experimentation in orderto make and use the invention 
across the full stone claimed. For ihe$<r reason*. and lor the reasons siaied above with respect to 
all of the claims, Claim 38 fails the enablement and written description requirements of 35 U.S.C 
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The «Q19 Patent . . . 

Qaim 1:' Claim 1 of the '019 patent fails the enablement requirement because the 
'specification does not leach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 1 (319:46-320:7), both explicitly and 

ijnpUdtly require software. Since no software is disclosed in the specification, and no 

■ ■ 

meaningful programming guidance is provided, a person of skill in the arj would have 10 engage a 
process of trial and error, peihaps followed by bottom Op software development; in order to make 
and use the full scope of Claim I . Claim 1 also fails the enablement requirement in light of the 
breadth of the subject matter claimed (e.g. "associated 'control/* "protected " transferring," 
protected content file") The specification does not teach a person of ordinary skill in the art how 
to practice the full scope of the claim, and a person of skill in the art would therefore be required 
to undertake undue experimentation in order to make and use the invention, across the full scope 
claimed- For these reasons and for the reasons stated above with respect to all of the claims, 
Claim 1 fails the enablement and wrinen description requirements of 35 U-S.C § 1X2 1 1. 

Claim 33: Claim 33 of the '019 patent fails the enablement requirement because 
the specification does not teach a person of ordinary skill iii the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the develdproem of enabling 
software. Specifically, several limitations in Claim 33 (323:60-324:14), both explicitly and 
implicitly require software. Since no software is disclosed in the specification, and no 
meaningful programming guidance is provided, a person of skill in the art would have to engage a 
•process of trial arid etror, perhaps followed by bottom up software development, in order to make 
and use the full scope of Qaim 33- Claim 33 also fails the enablement requirement in light of the 
breadth of the subject matter claimed (e*g, £t means for incorporating," "means for transferring" 
''protected data") The specification does not teach a person of ordinary ski]] in the ait how to 
practice the full scope of the claim, and a person of skill in the an would therefore be required to 
undertake undue experimentation" in order to make and use the invention across the full scope 
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claimed. For these reasons and for the reasons stated above with respect to all of the claims, 
Claim 33 fails the enablement and written description requirements of 35 U.S-C § .112 ? 1. 

Claim 34: Claim 34 is dependent upon Claim 33 and thus fails the enablement 
and written description requirements of 35 U.S.C. § 112 J 1 for tbfi reasons staled above- In 
addition, the limitation of Claim 34 fails because it requires additional undisclosed software- 
Claim 34 also fails the enablement requirement in light of the breadth of (he subject matter 
claimed "means for applying**)- The specification does not teach a person of ordinary skill 
in the art how to practice the full scope of the claim, and a person of skill in the art would 
therefore be required to undertake undue experimentation in order to make and use the invention 
across the f u)) scope elai mcd. 

Claim 35: Claim 35 is dependent upon Claim 34 and thus fails the enablement 
and written description requirements of 35 LLS.C, § 112 <I 1 for the reasons stated above. In 
.addition, the limitation of Claim 35 fails because it requires additional undisclosed software. 
Claim 35 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.g* "means for applying"), The specification does not teach a person of ordinary skill 
in the an how to practice the full scope of the claim, and a person of skill in the art would 
therefore be required to undertake undue experimentation in order to make and use the invention 
across the full scope claimed. 

Claim 41: Claim 41 of the 4 019 patent fails the enablement requirement because 
the specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software* Specifically, several limitations in Claim 41 (325:7-29), both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance is provided, a person of skill in the art would have to engage a process of 
uial and error, perhaps followed by bottom up software development, in order to make and use 
the full scope of Claim 4]. Claim 41 also fails the enablement requirement in light of the breadth 
of the subject matter Claimed {e.g. "vmual distribution environment) The specification does no* 
leach a person of ordinary skill in the an how to practice the full scope of the claim, and a person 

A * Microsoft s itc2jmtnary ^vauotv contex-tions . 

~ C01-16AOSBACMEJ) 

T 3/4:2004 9:15:02 PM [Eastern Daylight Time] t SVR:USPT0-EFXRF-1/1 t DNIS;3729306 ^ CSlD:650&496775 * DURATION (mm-ss):31^40 . 



6. 

1 
2 
' 3 
4 
5 
6 
7 
8 
9 
10 
]1 
"12 
13 
14 
15 
.16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
26 
27 
28 



2004 6:32PM • PALO ALTO OFFICE NO. 339 P. 34 

"of skill in the'art would therefore be required to undertake undue experimentation in order to : 
make and \jse the invention across the full scope claimed. For these reasons and for the reasons 
stated above with respect to all of the claims, Claim 4 J fails the enablement and written 
description requirements of 35 U.S.C. §' 112 J 1. 

Claim 42: Claim 42 is dependent upon Claim 41 and thus fails the enablement 
and written description requirements of 35 U.S.C § 1 12 $ 1 for the reasons staled above. In 
addition, tbe limitatjon.of Claim 42 fails because it requires, additional undisclosed software.. 
Claim 42 also fails the enablement requirement in light of the breadth of the subject matter 1 
claimed (eg. "control," "protected information,* ""secure container"). The specification does not 
teach a person of ordinary skill in the art how to practice the full scope of the claim, and a person 
of skill in the art would therefore be required to undertake undue experimentation in order to 
make and use the invention across the full scope claimed. 

Claim 47: Claim 47 is dependent upon Claim 41 and thus fails the enablement 
and written description requirements of 35 U.S.C. § 11211 for the reasons stated above. In 
addition, the limitation of Claim 47 fails because it requires additional undisclosed software- . 
Claim 47 also fails the enablement requirement in light of the breadth of the subject matter 
claimed "control 7 '). The specification does not teach a person of ordinary skill in the an how 
to practice the full scope of the claim, and a person of skill in the art would therefore be required 
' to undertake undue experimentation in order to make and use the invention across the full scope 
claimed. 

Claim 52; Claim 52 is dependent upon Claim 41 and thus fails the enablement 
and written description requirements of 35 U.S.C. § 1 12 1 1 for the reasons stated above. In 
addition, the limitation of Claim 52 fails because it requires additional undisclosed software. 
Claim 52 also fails the enablement requirement in light of the breadth of the subject matter 
.claimed (e.g. "creating" "secure container" "site")* The specification does not teach a person of 
ordinary skill in the art how to practice the full scope of -the claim, and a person of skill in the an 
would therefore be required to undertake undue expenmemauon in order lomake and u$e the 
invention across the full scope claimed. 

AA m rcROserr s preliminary jkvau&ity cowiektions 

- 44 - c 01-1640 SBA <ME3) 

T 8/412004 9:15:02 PM [Eastern Daylight Time] * SVR:USPT0-EFXRM(1 * DN1S:8729306 * CSID:650849677S * DURATION (mnw$):3140 



G. 

3 

2 

.4 
5 
6 
' 7 
8 
9 
10 
11' 
12 
13 
14 
15 
16 
17 
18 
19 
20 
.21 
22 
23 
24 
25 
26 

28 



2004 6:32PM PALO ALTO OFFICE NO. 339 P. 35 

• ■ : ; •• ) . 

Claim £3: Qam 53 is dependent upon Clma 52 and thus fails the enablement •' 
and wrinen description requirements of 35 \JJS.C- § 1 12 1 1 for the reasons stated above. In 
addition, the limitation of Claim 53 fails because it requires additional undisclosed software. 
Claim 53 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.g. "associated")/ The specification does not teacb a person of ordinary skill in the art 
bow to practice the full scope of the claim., and a person of skill in the art would therefore be 
required to undertake undue experimentation in order to .make and use the invention across the 
fall' scope claimed. 

Claim 54: Claim 54 is dependent upon Claim 53 and thus fails the enablement 
and written description requirements of 35 U-S.C. § 1 12 1 1 for the reasons stated above. In 
addition, the limitation of Claim 54 fails because it requires additional undisclosed software. 
CJairo'54 aJsb fails the enablement requirement in light of lhe breadth of the subject matter 
claimed (eg. "associated"). The specification docs not teach a person of ordinary skill in the art 
how to practice the full scope of the claim, and a person of skilJ in the art would therefore be 
required to undertake undue experimentation in order to make and use the invention across the 
full scope claimed. 

Claim 55; Claim 55 is dependent upon Claim 54 and thus fails the enablement 
and written description requirements of 35 ULS.C. § 112 1 1 for the reasons slated above. In 
addition, the limitation of Claim 55 fails because it requires additional undisclosed software. 
Claim 55 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.g. ^site"). The specification does not teach a person of ordinary, skill in the art how to 
practice the full scope of die claim, and a person of skill in the art would therefore be required to 
undertake undue experimentation in order to make and use the invention across the full scope 
claimed. m . 

Claim 64: Claim 64 is dependent upon Claim 54 and thus fails the enablement 
and written description requirements of 35 U-S-C § 112 ^ 1 for the reasons stated above. In 
add-on. ihe limitation of Claim M fails because- u require* additional undisclosed software. 
Claim 64 also fails the enablement requirement in light of the breadth of the subject matter 
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.claimed (e-g. .^portion of said first protected infonnaticfn'^. The specification does not teach a 
peisoii of ordinary skill in the art how to practice the full scope of the claim, and a person of skill 
in the art would therefore be required to undertake undue experimentation in order 10 make and 
use the invention across the full scope claimed 

Claim 76: Claim 76 is dependent upon Claim 41 and thus fails the enablement 
and written description requirements of 35 § 1 12 1 1 for the reasons stated above. In 

addition, the limitation of Claim 76 fails because it requires additional undisclosed software. 
Claim 76 also fails the enablement requirement in light of the breadth of the subject matler 
claimed (eg. "secure container," "contained**). The specification does not teach a person of 
ordinary £kil 1 in the an how to practice the full s^ope of the claim, and 2 parson of s.kHl in the an 
would therefore be required to undertake undue experimentation in order to make and use the- 
invention across the full scope claimed 

Claim 78: Claim 78 is dependent upon Claim 52 and thus fails the enablement 
and written description requirements of 35 U.S.C. § 1 12 1 1 for the reasons stated above. In 
addition, the limitation of Claim 78 fails because it requires additional undisclosed software. 
Claim 78 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.g. "secure container," "contained")- The specification does not teach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. 

Claim 81: Claim Si of the "019 patent fails the enablement requirement because . 
the specification does not teach a person of ordinary skill in the relevant ans how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
s6ftware. Specifically, several limitations in Claim Si (328:9-23), both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance is provided, a person of skill in the an would have to engage a process of 
trial and en-or, perhaps followed by houom up software development, in order 10 make and use 
lhe full scope of Claim 81 . Claim 81 alsp fails the enablement requirement in light of the breadth 

A r Microsoft s preliminary iNVAUDrrr contention 
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of the subject "matter claimed fag. ''means for incojpforking") The specification does not teach a 
person of ordinary skill in the ait how to practice the fall scope of the claim, and a person of skill 
in the art would therefore be required to undertake undue experimentation in order U> make and 
use the invention across the full scope claimed. For these reasons and for the reasons stated 
above with respect to all of the claims, Claim 81 fails the enablement and 'written description • 
requirements of 35 U.S.C. % 112 L 

Claim 82: Claim 82 is dependent upon Claim 81' and thus fails the enablement 
and written description requirements of 35 U.S.C § J .12 1 1 for the reasons slated above. In * 
addition, the limitation of Claim 82 fails because it requires additional undisclosed software- 
Claim 82 also fails the enablement requirement in Jfigbt of the breadth t>f the subject matter 
claimed fag. "means for applying," "govem >% )< Ths specification does noi teach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. ' ' 

Claim 83: Claim S3 is dependent upon- Claim S2 and thus fails the enablement, 
and written description requirements of 35 U-S.C § 112 ^ 1 for the reasons slated above. In 
addition, the limitation of Claim 83 fails because ii requires additional undisclosed software. 
Claim 83 also fails the enablement requirement in light of the breadth of the subject matter 
claimed fag. "govern," "means for applying")- The specification does not leach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of skill iri the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the fiill scope claimed. 

Claim 85: Claim 85 of the'*0l9 patent fails the enablement requirement because 
the specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically* several limitations in Claim 85 (328:28-56), both explicitly and implicitly 
require software: 'Since no software i& disclosed in the specification, and no meaningful 
programming guidance is provided, a person of skill in the art would have to engage a process of 
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trial and eirof, perhaps followed by bottom up software development, in order to make and use 
the fall scope of CJaim 85, Claim 85 also fails the enablement requirement in light of the breadth 
of the subject matter claimed (eg. "creating, " "copying " transferring") . The specification does 
not teach a person of ordinary, still in the art how to practice the full scope of the claim, and a 
person of skill in the art would therefore be jequired to undertake undue experimentation in order 
to make and use the invention across the full scope claimed. For these reasons and for the reasons 
stated above with respect to all of the claims. Claim 85 fails the enablement and written ■. 
description requirements of 35 U,S.C § 112 $ 1. ' . 

Claim 87: Claim 87 is dependent upon. Claim 85 and thus fails the enablement 
and written description requirements of 35 U.S.G § 112 f 1 for the reasons slated ahoye. In 
addition, the limitation of Claim 87 fails because it requires addi lional undisclosed software. 
Claim S7 also fails the enablement requirement in Iigbx of the breadth of the subject matter 
claimed (e.g. "copied," ''protected information")- specification does not teach a person of 
ordinary skill in the an how to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. 

Claim 89: Claim 89 is dependent upon Claim 85 and.thus foils the enablement 
and written description requirements of 35 U.S,C § 112 $ 1 for the reasons stated above. In 
addition, the limitation of Claim 89 fails because it requires additional undisclosed software. 
Claim 89 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e£, "copying " "transferring"). The specification does not teach a person of ordinary 
skill in the art how to practice the full scope of the claim, and a person of skill in the art would 
therefore be required to undertake undue experimentation in order to make and use the invention 
across the full scope claimed. 

Claim 90: CJaim 90 is. dependent upon Claim 85 and thus fails the enablement 
and written description requirements of 35 U,S-C § 112 J 1 for the reasons staled above. In 
addition. thelijrDiauon of Claim 90 fails because n require* additional undisclosed $ofiwarc. 
Claim 90 also fails the enablement requirement in light of the breadth of the subject matter 
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claimed (e.g. "memoiy")- The specification does rtot teach a person of ordinary skill in the art 
how to practice the full scope of the claim, and b person of skill in the art would therefore be 
required to undertake undue experimentation in order to make and use the invention across 4he 
full scope claimed. \' 

Claim 93: Claim 93 is dependent upon Claim 85 and thus fails the enablement 
and written description requirements of 35 U-S-C. § 1 12fl 1 for the reasons slated above. In 
addition, the limitation' of Claim 93 fails because it requires additional undisclosed software. 
Claim 93 also fails the enablement requirement in light of thc.breadth of Jhe subject matter 
claimed (e.g. "copying transferring")- Ibe specification does not teach a person of ordinary skill 
in the art how to practice the full scope of the claim, spd a person of skill in the art wduld 
therefore be required to undertake undue experimentation in order to make and use the invention 
across the full scope claimed 

Claim 94: Claim 94 is dependent upon Claim 85 and thus fails the enablement 
and written description requirements of 35 U.S.C § 112 f 1 for the reasons stated above. In 
• addition, the limitation of Claim 89 fails because it requires additional undisclosed software. 

Claim 95: Claim 95 is dependent upon Claim 94 and thus fails the enablement 
and written" description requirements of 35 US-C § 1 12 % 1 for the reasons stated above. In 
addition, the limitation of Claim 95 fails because it requires additional undisclosed software. 
Claim 95 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.g. "copied" "protected information")- The specification does not teach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
in venti on across the full scope cl aimed. 

Claim 96: Claim 96 of the *019 patent fails the enablement requirement because 
the specification docs not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. .Specifically* several hnuuuions m Ciaim 9b (329;3S-330:12). both explicitly and 
implicitly require software. Since no software is disclosed in the specification, and no 
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meaningful programming guidance is provided, a person of skill in the art would have to engage a 
process of trial and error, perhaps followed by bottom up software development, in order to make 
a&d use the full scope of Claim 96. Claim 96 also fails the enablement requirement in light of the 
breadth of the sobject matter claimed (e.g. 4 Virtual distribution environment," "protected 
information") The specification does not teach a person of ordinary skill in the an how to 
practice the ftfl scope of the claim, and a peison of skill in the art would therefore be required to 
undertake undue experimentation in order to make arid use the invention across the full scope 
claimed. For these reasons and for the reasons stated above with respect to all of the claims, 
Claim 96 fails the enablement and written description requirements of 35 U.S.C. §11211, 
The '876 Patent 

Claim 2: Claim 2 of the *876 patent fails the enablement requirement because the 
specification does not teach a person of ordinary skill in the relevant aits how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 2 (319:20-32), both explicitly and implicitly 
require software. Since no software is disclosed m the specification, and no meaningful 
programming guidance is provided, a person of skill in the art would have, to engage a process of 
trial and eiror, perhaps followed by bottom up software development, in order to make and use 
the full scope of Claim 2. Claim 2 also fails, the enablement requirement in light of the breadth 
of the subject matter claimed {e.g. ''means for - - - securely integrating," "value chain extended 
agreement"). The specification does not teach a person of ordinary skill in the art how to practice 
the full scope of the claim, and a person of skill in the art would therefore be required to 

undertake undue experimentation in Order to make and use the invention across the full scope 

* 

claimed. For these reasons and for the reasons stated above with respect to all of the claims, 
Claim 2 fails the enablement and written description requirements of 35 U.S.C. § 1 J 2 1 1. ■ 

Claim 11: Claim 1 1 is dependent upon Claim 2 and thus fails the enablement and 
written description requirements of 35 U.S.C. § 112 1 1 for the reasons staled above. In addition, 
the limitation of Claim J 1 fails because it requires additional undisclosed software. Claim 1 1 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. 

d Microsoft's fkhjmwary invalidity contentions 
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"Virtual Distribution Environment"). The specification does not. teach a person of ordinary skill 
in Che art how to practice the full scope of the claim, and a person of fiJdll in the art would 

therefore be required to undertake undue experimentation in order to make and use the invention 
across the full scope claimed. f * 

Claim 29; Claim 29 is dependent upon Claim 2 and thus fails the enablement and 
written description requirements of 35 U*SvC § 1 12 1 1 for the reasons stated above. In addition, 
the limitation of Claim 29 fails because it requires additional undisclosed software. Claim 29 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. ^secure 
control,'* "required terms"). The specification cjoes not teach a person of ordinary skill in the art 
how to pjaclice'thefull scope of the claim, and a person of skill in the art would therefore be 
required to undertake undue experimentation in order to make and use the invention across the 
full scope claimed 

Claim 32: Claim 32 is dependent upon Claim 2 and thus fails the enablement and 
. written description requirements of 35 tIS.C. § 1 1 21 1 for the reasons stated above. In addition, 
the limitation of Claim 32 fails because it requires additional undisclosed software. Claim 32 also 
fails die enablement requirement in light of the breadth of the subject matter claimed (eg. "secure 
coniroJ" "required terms'*)'. The specification does not leach a person, of ordinary skill in the art 
bow to practice the full scope of the claim, and a person of skill in the art would therefore be 
required to undertake undue experimentation in order io make and use the invention across the 
full scope claimed 

Claim 60: Claim 60 is dependent upon.CJaim 2 and thus fails the enablement and 
written description jequirements of 35 U.S.C. §112$ I for the reasons stated above* In addition, . 
the limitation of Claim 60 fails because it requires additional undisclosed software. Claim 60 also 
fails the enablement requirement in light of the breadth of the subject matter claimed (e.g. "secure 
control;* "required ierrns"). The specification- does not teach a person of ordinary skill in the art 
how to practice the full scope of the claim, and a person of skill in the an would therefore be 
required to undertake unaue experimentation in order io make and use the invention across the 
full scope claimed 
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Claim 130: Qaim 130 is dependent upon Claim 2 and thus fails the enablement 
and written description requirements of 35 U.S.C § J 12 5 1 for the reasons stated above. In . 
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addition, the limitation of Claim 29 fsi}s because it requires additional undisclosed software. . 
Claim 29 also falls the enablement requirement in light of the breadth of the subject matter ' 
claimed (e,g. "means for executing . . . control"). The specification does not.teach a person of 
ordinary skill in the art how to practice the full scope of the claim, and a person of sldll in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. 

Claim 132; Claim 132 is dependent upon Qaim 1 30 and thus fails the enablement 
and written description requirements of 35 'U.S.C. § 112 1 3 for the reasons stated above; In 
addition, the limitation of Claim 132 fails because it requires additional undisclosed software. 
Claim 132 also fails the enablement requirement in light of tjie breadth of the subject matter 
Claimed (e.g: "protected processing environment")- The specification does not teach a person of 
ordinary skill in the art how to practice the full scope of the Claim* and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invpmion across the full scope claimed 

Claim 161: Claim 161 is dependent upon Qaim 2 and thus fails the enablement 
and written description requirements of 35 U.S.C § 112 ? 1 for the reasons stated above. Jn 
addition, the limitation of Claim 161 fails because it requires additional undisclosed software. 
Claim 161 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.g. "machine executable controls"). The specification does not teach a person of 
ordinary skill in the art how 10 practice the full scope of the claim, and a peison of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. 

Claim 162: Qaim 162 is dependent upon Claim 161 and thus fails the enablement 
and written description requirements of 35 U.S.C § 1 12 1 1 for the reasons stated above. In 
addirion. the. limitation of Claim 162 fails because it requires additional undisclosed software- 
Qaim 1 62 also fails the enablement requirement in light of the breadth of the subject matter 
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claimed (eg. "data descriptor data structures**). The'specification does not teach a pdrson of 
ordinary skill in the art how to practice the fiill scope of the claim, and a person of skill in the art 
would therefore be required to undertake undue experimentation in order to make and use the 
invention across' the full scope claimed. * , 

Claim J 70: Claim ] 70 is dependent upon Claim 2 and thus fails the enablement 
and written description requirements of 35 U.S.C, § 112 1 1 for the reasons stated above. Jn 
addition, the limitation of Claim 170 fails because it requires additional undisclosed $6fh*?are. 
Claim 170 also fails the enablement requirement in light of the breadth of the subject matter • * 
clainied (e.g. **means for creating a first secure control?). The specification does not teach a 
person of ordinary skiTl in the art how; to practice the fall scope of the claim, and a person of skill 
in the art would therefore be required to undertake undue experimentation in order to make arid 
use the invention across the full scope claimed. 

Claim 171: Qaim 171 is dependent upon Claim 2 and thus fails the enablement 
and written description requirements of 35 U.S.C. § J J 2 ? 1 for the reasons stated above. In 
addition, the limitation of Claim 171 fails because.it requires additional undisclosed software. 
Claim 171 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (eg, **raeans for creating . . . secure control")- The specification does not teacb a person 
of ordinary skill in the art how to practice the full scope of the claim, and a peison of skill in the 
art would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed 

Claim 172: Claim 172 is dependent upon Claim 2 and thus fails the enablement 
and written description requirements of 35 IL3.C § 112 J 1 for the reasons staled above* In 
addition, the limitation of Claim 172 fails because it requires additional undisclosed software. 
Claim 172 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (&g. "means . . . for securely integrating"). The specification does not teach a person of 
ordinary skill in the art how 10 practice the full scope of the claim, and a person of skill in the art 
would iherefore be required to undertake undue experimentation in order to make and use ib^ 
invention across the full scope claimed. 
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Claim 329: Claim 329 is dependent opon Claim 2 and thus fails the enablement ' 
and wri iten description requirements of 35 US.C. § 1125 1 forthe reasons stated above. 1» 
addition, the rirnitation of Qaim 329 fails because it requires additional undisclosed software. 
Claim 329 also fails the enablement requirement in light of the breadth of the subject matter 
claimed {e.g. "means for creating . ; . secure coniroF)- The.apecifieatioo does not teach a person 
of ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the 
ait would therefore be required to undertake undue experimentation in order to make and use the 
invention across the full scope claimed. ■ 
- Claim 331 : Claim 33 1 is dependent upon Claim 2 and thus'f ails the enablement 
and written description requirements of 35 \J.$.G..§ 1 12 1 1 for the ieasons stated above, w 
addition, the limitation of Cham 331 fails because it requires additional undisclosed software.' 
Qaim 331 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.g. "means . . . for securely integrating,'* "based on or compatible with . , ."). The 
specification does not leach a person of ordinary skill in the art how to practice the full scope of 
ihe claim, and a person of skill in the art wouid therefore be required to undertake undue 
experimentation in order to make and use the invention across the full scope claimed. 

Claim 346: Claim 346 is dependent upon Claim 2 and thus fails the enablement 
and written description requirements of 35 U-S.C. § 112 5 1 for the reasons stated above. In 
addition, the limitation of Claim 346 fails because it requires additional undisclosed software. 
Qaim 346 also fails the enablement requirement in light of the breadth of the subject mauer 
claimed (e.£. "means by which said third control set governs . . .")- The specification does not 
teach a person of ordinary skill in the an how to practice the full scope of the claim, and a person 
of skill in the art. would therefore be required.to undertake undue experimentation in order to 
make and use the invention across the full scope claimed. 

Claim 347: Claim 347 is dependent upon Claim 2 and thus fails the enablement 
and written description requirements of 35 TJ.S.C. § 1 12 1 1 for tile reasons stated above. In 
addition. The limitation of Claim 347 fails because it requires additional undisclosed software. 
Claim 347 also fails the enablement requirement in light of the breadth of the subject matter 
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claimed "means by which said third control set governs the. execution of at least one 
method"). The specification, does not teach a person of ordinary skill in the art how to practice 
the full scope of the claim, and a person of skill in the "art would therefore be required to 
undertake undue experimentation in order to make and use the invention across the full-scope 
claimed. *' 

Claim 349: Claim 349 is dependent upon Claim 2 and thus fails the enablement 
and written description requirements of 35 U-S.C. § 1 12 1 1 for the reasons stated above. In 
addition, the limitation of Claim 349 fails because it requires additional undisclosed software. 
Claim 349 also fails the enablement requirement in light of the breadth of the subject matter 
ciatmed (e.g, "means by which said third control set governs the execution of at least one 
procedure*). The specification does not teach- a person of ordinary skill in the art how to practice 
the full scope of the claim, and a person df skill in the art would therefore be required to . 
undertake undue experimentation in order to make and use the inversion across the full scope 
claimed. 

The '181 Patent 

Claim 48: Claim 48 of the 4 181 patent fails the enablement requirement because 
the specification does not teach a person of ordinary skill in the relevant arts how to practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations in Claim 48 (48:17-38), both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful, 
programming guidance is provided, a person of skill in the art would have to engagd a process of 
trial and error, perhaps followed by bottom up software development, in order to make and use 
the full scope of Claim 48. Claim 48 also fails the enablement requirement in light of the breadth 
of the subject 'matter claimed "narrowcasting selected digital information," secure node," 
"information derived.in part from specified recipient's creation'*). The specification does not 
leach a person of ordinary skill in die an bow to practice the full scope of the claim, and a person 
of sJuli in the an would tnertrfore he required to undertake undue experimentation m order to 
make and use the invention across the full scope claimed For these reasons and for the reasons 
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stated above with respect to all of the claims, Claim 48 falls the enablement and written 
description requirements of 35 U.S.C § 1 12 5 h . 

Claim 59: daim 59 is dependent upon Claim 48 and thus fails the enablement 
and written description requirements of *35 U.S.C. § J 12 1 1 for the reasons stated above. In 
addition, the limitation of Claim 59 faiis-because it requires* additional undisclosed software. 
Claim 59 also fails the enablement requirement in light of the breadth of the subject matter 
claimed. Hie specification does not teach a person of ordinary skill in the art how to practice the 
full scope of the claim, and a person of skill in the art -would therefore be required to undertake 
undue experimentation in onier to make and us.e the invention across the full scope claimed 

Claim 61: CJaixn 63 is dependent upon CJairn 48 and thus fails the enablement 
and written description requirements of 35 U.S.C. § 112 1 1 for the reasons slated above. In 
addition, the limitation of Claim 61 fails because it requires additional undisclosed software. 
Claim 61 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (<2.#. "entertainment information'*)- The specification does not teach a person of ordinary 
skill in the art how to practice the full scope of the claim,' and a person of skill in the art would 
therefore be required to undertake undue experimentation in order to make and use the invention 
across the full scope claimed. 

Claim 63: Claim 63 is dependent upon Claim 48 and thus fails the enablement 
and written description requirements of 35 U-S.C, § 112 <I 1 for the reasons stated above. In 
addition, the limitation of Claim 63 fails because it requires additional undisclosed software, 
daim 63 also fails the enablement requirement in light of the breadth of the subject matter 
claimed (e.£. "music information"). The specification does not teach a person of ordinary skill in 
the art how to practice the full scope of the claim, and a person of skill in the art would therefore 
be required to undertake undue experimentation in order to make and use the indention across the 
full scope claimed. 

Claim 67; Claim 67 is dependent upon Claim 48 and thus fails the enablement 
and wnucr; description requirements of 35 US.C. $ IJ2 1 J lor uie reasons stated above. )n 
addition, the limitation of Claim 67 fails because it requires additional undisclosed software. 
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1 I Claim 67 also fails the enablement requirement in light of the breadth of the subject matter 

2 I claimed (e.g. "digital certificate Information' 4 ). The specification does not leach a person of 

3 ordinary skill in the art how to practice the full scope of the claim, and a person of skill in the art 
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would therefore be required 10 undertake undue experimentation in order to make and use this m 
invention across the: full scope claimed. ♦ - 

Gaim 70: Claim 70 is dependent upon Claim 48 and thus fails the enablement 
and written description requirements of 35 U.S.C § 112 *11 1 for Ihc reasons stated above. Id 
addition, the limitation of Claim 70 fails because it requires additional undisclosed software. 
Claim 70 also fails the enablement requirement in light of the breadth of the subject matter 
claimed." The specification does not teach a person of ordinary skill in the art how to practice the 
full scope of the claim-, and a person of skill in the art would therefore be required to undertake 
undue experimentation in order to make and use the invention across the full scope claimed. 

Claim 72: Claim 72 is dependent upon Claim 48 and thus fails the enablement 
and written description requirements of 35 U.S.C § 1 12 1 J, for the reasons stated above. In 
addition, the limitation' of Claim 72 fails because it requires additional undisclosed software. 
Claim 72 also fails the enablement requirement in light of the breadth of the subject matter 
claimed. The specification does not teach a person of ordinary skill in the 'art how to practice the 
full scope- of the claifn, and a person of skill jn the art would therefore be required to undertake 
undue experimeniation in order to make and use the invention across the full scope claimed. 

Claim 75: . Claim 75 is dependent upon Claim 72 and thus fails- the enablement 
and written description requirement of 35 U.S.C § 1 12 5 1 for the reasons stated above. In 
addition, the limitation of Claim 75 fails because it requires additional undisclosed software. 
Claim' 75 also fails the enablement requirement in light of the breadth of the subject matter ■ 
claimed (e.g. "acceptable clearinghouse/- 1 ''rights and permissions clearinghouse 3 ')- -The 
specification does not teach a person of ordinary. ski 11 in the art how to practice the full scope of 
die claim, and a person of sldll in the art would therefore be required to undertake undue 
experiment an on in order to make and use in? invention across the full scope claimed. 

Claim 89: Claim 89 is dependent upon Claim 48 and thus fails the enablement 

- 57 - 
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and written description requirements of 35 U.S.C, §1125 J for the reasons stated above. 

Claim 91: Claim 91 of the '181 patent fails the enablement requirement because 
the specification does not teach a person of ordinary skill in the relevant arts bow to practice the 
pujportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitations m Claim 91 (86:47-87:4), both explicitly and implicitly 
require software. Since no software is disclosed tn the specification, and no meaningful 
programming guidance is provided, a person of skillin the.art would have to engage a process of 
niaj and error, perhaps followed by bottom up software development, in order to make and us^ 
the fiill scope of Claim 91. Claim 91 also fails, the enablement requirement in light of the breadth 
of the subject matter daiincd "nairowcasting selected digital information," secure node/* 
"information derivedin part from specified recipient entity's creation"). The specification does 
not teach a person of ordinary skiU in the art how 10 practice the full scope of the claim, and a 
person of skill in the art would therefore be required to undertake undue experimentation in order 
to. make and use the invention across the fall scope claimed. For these reasons and for the reasons 
stated above with respect 10 all of the claims, Claim 91 fails the enablement and written 
description requirements of 35 U,S.C §11211. 

Claim 104: Claim 104 is dependent upon Claim 91 and thus fails the enablement 
and written description requirements of 35 U.S.C § 112 $1 for the reasons stated above. In 
addition, the limitation of Claim 104 fails because it requires additional undisclosed software. 
Claim 104 also fails the enablement requirement in light of the breadth of the subject matter 
claimed. The specification does not teach a person of ordinary skill in the art how io practice the 
full scope of the claim, and a person of skill in the art would therefore be required to undertake 
undue experimentation in order to make and use the invention across the full $<Sope claimed. 

Claim 109: Claim 109 is dependent upon Claim 91 and thus fails the enablement 
and written description requirements of 35 U.S.C; § 112$ 1 for the reasons stated above. In 
addition, the limitation of Claim 109 fails because it requires additional undisclosed software. 
Claim 109 also fails the enablement requirement in light of the breadth of the subject matier . 
claimed. The specification does not teach a person of ordinary skill in the ait how to practice the 
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full Scope of the claim, and a person of skill m the art would therefore be required xo undertake 
undue experimentation in order to make and use the invention across the full scope chained. 

Claim 114: Claim 1 14 is dependent upon Claim 91 and .thus fails the enablement 
and written description requirements of 35 U-S.C. § 112 ^ 1 for the reasons stated above, iri 
addition, the limitation of Claim 1 14 fails because it requires additional undteclosedsoftware- • 
Claim 114 also fail$ the enablement requirement in light of the breadth of the subject matter 
claimed "clearinghouse acceptable to rightsholders'^ The specification does not teach a 
person of ordinary skill in the an how to practice the full scope of the claim, and a person Of skill 
in the art would therefore be required to undertake undue experimentation in order 10 make and 
use the invention acrpss the full scope claimed. 

Claim 117: Claim 117 is dependent upon Claim' ] 14 and thus fails the enablement 
and written description requirements of 35 ILS.C. § 1 12 i 1 for the reasons stated above. In 
addition, the .limitation of Claim 117 fails because.it requires additional undisclosed software. 
Claim 117 also fails the enablement requirement in light of the breadth of the subject matter 
ciaimed (e.g. "rights and permissions clearinghouse")* The specification does not teach a person 
of ordinary skill in the art how xo practice the full scope of the claim, and a person of skill in the 
art would therefore be required lo undertake undue experimentation in order to make and use the 
invention across the full scope claimed. 

CJaim 131: Claim 131 is dependent upon CJaim 91 and thus fails the enablement 
and written description requirements of 35 U.S.C § 1 J 2 i 1 for the reasons stated above- * 

The '402 Patent 

Claim 1: Claim 1 of the '402 patent fails the enablement requirement because the 
specification does not leach a person of ordinary skill in the relevant ans how io practice the 
purportedly disclosed invention without undue experimentation in the development of enabling 
software. Specifically, several limitaiions in Claim 1 (322:5*25), both explicitly and implicitly 
require software. Since no software is disclosed in the specification, and no meaningful 
programming guidance js provided, a person erf skill m the an would have \o engage a process of 
trial and error, perhaps followed by bottom up software development, in order to make and use 
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Ihe foIJ scope of Claim 1 * Claim 1 also fails the enablement requirement in light of the breadth 

of Ihe subjefct matter claimed (e.g. "creating," "having associated a first control" "value chain 

extended agreement,'* 'transferring"). The specification does not teach a pereon of ordinary skill 

in the art how to practice the f uH scope of the claim, and a person of skill in the an would 

therefore be required to.undeitake undue experimentation in order to make and use the invention 

across the full scope claimed. For these reasons and for the reasons stated above with respeci to 

all of the claims, Claim 1 fails the enablement and written description requirements of 35:U-S.C 

§112^1. : 

IV. Patent LJR. 3-4 : 

Each reference-identified pursuant id ELR 3-3(a) but not in the pioseojjtkm Wsiory, 

and the documents referenced in PLR 3-4 that are sufficient to show the operation of the accused 
features of the products specifically and properly identified in IntcrTrust's PLR 3-1 Statements of 
September 2, 2003, has been or is being produced, or is otherwise available for inspection and 
copying. As set forth in greater detail in Microsoft's Moiipn to Strike lnterTrust's Infringement 
Contentions (filed October 8. 2003), InterTrust's Infringement Contentions pursuant to PLR 3-1 
largely fail to properly identify the "accused instrumentalities." Accordingly, Microsoft reserves 
its right to modify this production, if necessary. Microsoft has specifically sought, and has been 
gianted, greater protection and confidentiality for its source code than that provided by Patent 
Local Rule 2-2. Source code, for the Accused Instrumentalities is being made available for 
inspection at the offices of Oniric, Herrington & SutcJiffe LLP only in accordance with 
/// 
/// 
III 

III . ... 
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Magistrate James' Order of November 5, 2003. Microsoft does not concede that any source code 
made available for inspection (or any corresponding product or software) is or should be - 
considered an Accused Instrumentality. 



Dated: November 17, 2003 



WIIXIAM L ANTHONY • 
ERIC L. WESENBBRG 
HEIDI L. KKERE 

OKRICK, HERJUNGTON & SUTCUFFE LLP 



A. 
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Yes 
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Cbxmdhury. A-K4 Maxenchnk, NJv; Paul, $4 SchttlaSxme, ILG-; "Copynghl 
Protection Sir Electronic Poblishnjg over Computer Networks - ♦ Submitted to IEEE 
Network Mazarine. Jtm. 1594- 




Yes 


Wavna\ peter; Distal Copyright Protection. Academic: Frosi, 1997 




Yes 


"Cryptolope Containers Technology: A White Paper", IBM ItrfoMarieet BuSnjeSfi 
Development Group - • • 
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Overview - , CNL last update Nov. 20. 1597 


Y 


Yes 


Patent Application EP 0 5<37 SOa AA; Nov. 3, 1993 


Y 


Yes 


Sibert, OKm Bansldn, David; Van Wie, David; "The Di$£Box! A Self-Protecting 
Container tor IntOnn&non Uomnerce , JtitSl uanwiA. wonts nop on *«wvnHr 
Commerce* JuL 1 1-12, 1995 _ 


. Y 


Yes 


Willett, Sb*vn; "Meiered PCs: Is your system watching you?; Wave Systems beta 
tests new technology*'* JPQ Communi widens, Toe InfoWorld, May % 1994 


Y 


. Yes 


Weber. Robert; "Metering Technologies for Digital Intellectual Property - A 
Report (0 the International Federation of Reproduction Kighia Organisations*, 
Intern&tionfll ^deration of Reproduction on Ri gtrcs Organisations* Northeast 
ConsnltinR Rcso^S Inc M Pel 1994 ^ /a^ST 


y 


Yes 


TULIP Final Report, ISBN 0-444-82540-K 1991. revised Sen. IS. 1996 - 




Yes 


U-S. 5.634,012; Mav27, 1997 




Ye* 


5,715^03: Feb! 3. 1998 ( 




Yes 


U,S- 5.8*5,281: Etec 1.1998 (For Priority. Feb- 1, 1995) . 


Y 


. Yes 


Brin, Sergey; Davis, James; Garcia-MoKna, Hector; "Copy DctectiOP Mechanism 
fox Distal Docurnents", Stanford University 


• Y 


Yes 


Weber; Robert; "Digital Rights Mansgcmc^.TechnoIogics - A Report to the 
International RderarJon of Reproduction Rights Organisations^, Northeast 



• Any possible p Y"s that were missed shall not negate the anticipatory nature ol a reference, particularly where 
there Is a chart in Appendix £V -3 * 



PACE 55/93 * RCVD AT 8/412004 9:15:02 PM [Eastern Daylight Time] ' SVR:USPT0-EFXRF-1/1 * DNIS:8729306 1 CSID:6508496775 * DURATION (mm-ss):3Mfl 



AUG. 4.2004 6:39PM 



PALO ALTO OFFICE 



NO. 339* P. 56 



Case Now C 0M«40 SBA (MEJ) 
APPENDIX OFM10& ART* 




Yes 



Yes 



"White, James E.;^ck$cript; The Foundation for the Electronic Marketplace*, » 
Ver. 5.0. General Magic, fac Nov: 3a 1993 



Erickson. JoJm S.; 'ly^ Management Thrc^ Attri&itto\PicsciUed 
« INST 96 Proceedings* Jstt-. 1936 



Yes 



Ketehpel, Sieve P4 Garcia-Mo faa. Hector; Paepcte, Andreas; ' Shopping Models: 
A flexible Architecture for Information Commerce*, Stanford University 



Yes 



Ugoze, Carl; W A Secure Repository Design for Digital libraries - , Biib 
Magazine^ Deo. 1995 



Ye* 



"Iatjoductiop id Smart Cards 1 JT, Gemphw Cart Itfematiorwl, Mar. 21, 1991 
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Herzfcerg, Aoiir T Printer, Shlonrit S.; "Public Protection of Sofiwaxc", A^L' 
Transactions on Computer System** Vot 5, No. 4, Nov. 1987 




Yes 


Hickman, K5pp B.B4 SSL 2,0 Protocol Specification . 






Goster, James; "Software Protection; Myth or Realr^,I^eaire JP Computer. 




Yes 


Science. Advances m CrvDtolojzrvt Crvnto '85 Proceedings, 1985 




Yes 


Aucsmith. David; "Tamper Resistent Software: An IiuplementaUon", IAL 




■. -Ye* • 


U^. Patent No. 5.67W79; Sent 23* 1997 


Y 


Ye* 


Kaftn, Robert: Wifensfcy, Robert; "A Framework for Disvibufcd Digital Object 
Services".' Corporation for Nnrional Research ImtiaUves. Mav 13. 1995 


Y 


Yes 


Gassu. Morrie-, Goldstein, Andy. Kaufman, Charlie; Umpson, B; The Digital 
Distributed System: Security Architecture', procecdm^ pf l 0 69.SarioTiaL 



* Any possible Ts tfiat wero.mi&sed shall not negate the anticipatory nature of a reference, particularly where 
there is a chart in Appendix B. 7 
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Y<* 



Neoinan, H. Clifford; Ts^TOeoAnx; "Kcrberos: An Antoennciition Service far 
Computer Nctworlcs*- IEEE Communications Magazine Sep. 1 994. 



Yes 



Reiher. Peters Pa gc, Jr^ Thomas; Popelc, Gerald; Cock, Jeff; Crocker, Stephen;' 
•Truffles ~ Secure file Sharing 'With Minimal System Adtnjtazslrator Intervention*", 
UQA Trusted Information Systems 



Y 



Yes 



Reiher. Peter, Page Jr- Tbomas; Popcfc Gerald; Qook. Jetf, Cfocjcer, Stephen: 
TVuEfites - A Secnre Service far Widespread Hie Sharing", UCLA, Trusted 
Information Systems 



Yes 



*TSO» Open Systems Interconnection: Security Arclrileeturc, ISO 749firt\ 2S8S 



Yes 



"ISO, Open Systems Interconnection: Seccriry Architecture, ISO 7498/2', ISO, 
19B8 ' _ - 



Yes 



U.S, 5:222434: Jim. 22. 1993_ 



Yes 



Rindfrcy, Jochcm "Security in Ac World Wide Wcb\ ftaiinhofer Institute far 
C&mpnter Graphics, Dec. 1996 ! 



Yes 



" Knin, Tiro; TWuson, Rich; McKay, Don: "A Language *nd Protocol, to Support 
Intelligent Agent IateroperaaiBty*, Proceedings of (he CE &. CALS Washington 92 
Corrferetiee, Apr. 1992 



Yes 



Winsrct, Marianne; Smith. IGfcnneih; Qiao, Xlsolei; "Formal Query Langua^for 
Secure Relational Databases', ACM Transactions on Database Systems, VoL 19. 
pec, 1994 



Ye* 



Joaes, V.B.; Ching, N.; WinSlett, Ma "GedcndaJs for Privacy and Inieropetation\ 
tfaivcrsitY of IUinols at (ft pana-Ctetfti&aifttt 



Yes 



GreenwaJd, Steven J.; Newman-Wotfe, Richard "The Distributed Compartment 
Mode? <br Resource Mmia^cnicni and Access Connr>T , Technical Report Nuinbcr • 
TR94-035. The University of Florida; Oct. 1994 



Mofiett, Jonathan D.; ■Pelegafion of Authority Using Domain-Based Access 
Rules**, thesis* Imperial College of Science, Technology & Medicine, University of 
London, Jul-, 1990 



Yes 



Yes 



JLagOie, Carl; McGrtth, Robert; Overly, Bd; Ycagpf, Nancy. 'A Design for fcteiv 
Operable Secure Object Store* <ISOS)\ Cornell University* NCSA. CNKL Nov. 7, 
1995 



Y« 



Aharonten, Gregory; "Software Patents - Relative Comparison of EPCWTQ0P0 
Software Searching Capabilities*, Source Transition & Optunization > 



Yes 



Gaster, Tens "Aoihors 1 Rights and Neighbouring Rights in the IrJbrmaCiOn 
SocierV. DO XV/E/4, European Commission i 



Yes 



'Europe and The Global Information Society Recommendations CO the European 
Council", Bamgcmann Report, wwwjnedkalorg web pages. Global Information 
Society, Mav..2<5. 1994 



Yes 



Bernstein. David; Lenowitt. Erwin; "Copyrights* Distribution Chains, Integriry, and 
Privacy: The Heed for a Standards-Based Solution", Electronic Publishing 
Resources 



Yes 



Rubin. A-D4 Honeyman. P.; Xong Running Jobs in an Authenticated , 
Etrraonrneat", CTTl Technical Report 93-1, Center for Infonnanxm Technology 
Titeflrab'on, Mar. 29. 1993 



Yes 



Sairaaer 1 . Peten Ausseihofcr, Andreas; "New Tools tor the Internet* r Joanoeum 
Research., Graz University of Technology ; 



* Any possible •Vs that were missed shall no: negate tne anticipatory nature of a relerence, particularly where 
there is a chart in Appendix EL & 
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AO 


E^bcrfc Gerard, "Co*^^ \ 
Intellectual Piwertv Protection". CERT-DE3& _ - 




Yes 


A»tonlB» CJ.; Doster, WJ^BotteymaiwPlj "Access Gonnol in a Workstation- 
Based Distributed Qoxapn&Bg&viiQiB&&\ ClTt Tecbiocat Report 90-7* JnL 17, 
1990 * : — — — 




Yes 


Lord, SP^ Pope, RS4 Stepney, Susan: "Access Management jn MotoV • 
Adniinistratjon Netwaritt\ DBE 2nd International Confference on Secure . 
ComrnumratiOTi Sy^ea^ 19*6 .. : , _j — 




ICS 


Stepney, Susan; Lord, Stephen P.; "Formal Specaficaikm of no Access Control 
Svstem\ Software-Practice and Experience, Vol 17@), 1987 : — 




xes 


Brunnstem, Klaus; Siut, Peter P4 Irudlectoal Properly Rights aid New 
Technologies-, Proceedings Of theXnc^flhr^5 Ccmfeierice, Au& 1995 




Yes 


Rubin, AJD-; Bogeyman, P4 Tormal Meihc4s for the Analysis of Anifacnncauon 
Protocols Cm Teclmical Report 93-7*. Center for MoriDBtion Technology 




Yes 


Lexfe/WesfLaw 


y 


Yes 


ILS. 6,135.646: Oct. 24, 2000 






Sisbop, Matt; "Trivaey*Ei>b*nccd Electronic Mail"* Privacy and Security Rcseaih 
Group, IAB 


v 


Yea 


Kim, TVbn; B alloc, Nat; ChoU, BoDg : Tai; Garza, Jofge R; Woelk. Dwrell; . 
"Features of the ORION Obiec*Oricnted Database System" 




Yes " 


-Key MjmagejneiirTJsIng ANSI X9U7* % Federal IinSormatzcoi Processing Standards 
Publication 171* Tf-S. Department rfOorrtBerce. Aur. 27, 1992 




Ye* 


*S/PAY: RSAV Developer's Suite for Secure ElectrordC Transactions (SET)'. RSA 
Data Secnritv. InC-, -1997 




Yes 


^erlmani.Bm: "A Working Anli-Tapine System for Cable Peyser-View*', 
Trans. On Consomcr Elcctrowcs. Vol- 35. No 3, Ave- 19 89 


. Y 


Yes 


Organ] rk. BttioH L; "Hie Mnltics System: Ail Examination of Its Structure*', kill 
Press. 1972 


. y 


Yes 


C5 da Jju Vincent J4 WM te» Star R.; Conierford, Tiam; "ABYSS; A Basic. 
Yorfciovwi Security System PC Software Asset Protection Concepts", IBM 
Research Report Number RC 12401, IBM Thomas J- Watson Research Center. 


Y 


Yes 


White, Sieve Rf C^mcrford, liamj "ABYSS: An Architecture for Software 
Protection", IEEE Transaction* 00 Software Engineering, VoL 16, No- 6, Jun. 1990 


y 


Yes 


OavJA* : T>.Wa Price, WLi Secnritv for Commiter Netwotte. John Wiley <fc Sew*. 




. Yes 


*MSDN - INF: LAN Manager 2,1 Server Anlotnninfi (Pan 2)", PSS ID Number . 
Q8007ft l MiCTOSoft T Feb. 1993 ^ ; 


Y . 


' Yes 


"MSDNf - license Service Application Pro^axnming interface", API Specification • 
vl .02, Microsoft. Jan a J993 



* Any possible "Y's that* wero missed shall not negate ihe anticipatory nature of a reference, particularly where 
there is a chart in Appendix B. fl • • 
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• Yes 


TntmpfoflM FflfrmfrttmireStertdaris Panel; • 
HSP Need #31 - Containers Or Secure pRcka£n£ 

HSP Need $32 - Awhenticatioti of Content; ■ * ' 
BSF Need #33 - CtontrorEirfoiCtojeal; 
3KP Need #34 - Billing and Payment; 
ESP Need #35 - Rerjortinfip 

ANffiOnTinr fifjn,'1M995 — \ ^ w _ — ■■ _^r; 


Y 


Yes 
Yes 


•CryptOwapWc AW Specification", Vernon 0.6. Microsoft Mar. 1995 

EveretL-tJavid B.: "Smart Card Tutorial ~ Part l\Scp. 1992 


I 




Paradirtas, Pierre; Vwtfew&TJe, JeanJsecues; "New Directions to- Integrate • 
Circuit Card? Operating Svstems* . . 


Y 


Yes 


Hauser.Ra^ "Owirbl of Infoiro 

^rtJobaftewisseiischafUkieii Fakultat Der Universitat Zurxcb. May 31. 1995 




Yes 


Jfodfiw, Jochen; To wa^^o Equitable System for Access Crotrol and Copyright 
Proiecdon in Broadcast Image Services: The Equjcrypt Approach „ Fraunhoter 




Yes 


Write, Rob: Ofr**^ of ^ asrie ^Second Rowid-Tt??* Assooaiea 
Press. Deo. 1993 [ — \ : — 




Yes 


P»viW sv*™*; Strateiric Choices for lheBrtws* Hitachi Iteeaxc* institute; 
Institute of Advanced Bosines* Systems. Hitachi Ltd-, 1993 




YcS 


"EFT Network Data Book - 1993 Edition"* Ban* Nctwwx incvs, vol* -wo. 
Nov. 1992 - : 




Yes 


•American National Standard: Specification for Financial .Message jflccnm^ 
Between Card Acceptor and Acquirer, X9.15 , American Bankers Associaoon, 
1990 , 




Yes 


"XSO 7813- 19S7 Identification Cards - FinartciflJ iransacuoiivarps , iou, / 


' Y 


Yes 


_ ,—1^ . . linnn. MjVil MX - t\ fT4#>+*jV 1 T^Ssle Tyficrrvefsft^ 1992 




Yes 




Y 


Yes 


MSDN Issuet Jan 1993; Vet No- 2; 1 Disk. Microsoft Tan. 1993 


Y 


Yes 


MSDN Issues At*. 1993; Vol, No, S; 1 Disk. Microsoft, Apr* 1993 


Y 


Yes 


MSDN Issue: Summer 1993; Vol' No. 4: 1 Disk. Microsoft, Jul- 1993 


Y 


Yes 


MSDN Isstic; Fall 1993; VoL No. 5; 1 Disk, Microsoft. Oct. 1993 


Y 


Y« 


MSDN Issue: Winter 1994: Vol No, 6: 1 Disk, Microsoft Im 1994 


Y 


Yes 


MSDN Issue- Asr, 1994; VoL No. 7; 1 Disk. Microsoft Apr. 1994 


Y 


Yes 


MSDN Issue: Jul. 1994: VoL 8: 1 Disk Microsoft JuL 1994 


Y 


Yes 


MSDN Issue: Oct. 1994; Vol 9; 1 Disk- Microsoft Oct 1994' 


Y 


Yes 


MSDN Issue: Jan 1995; Vol 10; 1 Disk Microsoft Jan. 1995 


Y 


Yes 


MSDN teue: Apr. 1995; VoL lit I Disk. Microsoft Anr. 1995 


Y • 


Yes 


MSDN Issue; Jul- 1995; Vol, 12; 1 Disk Microsoft. JuL 1995 


Y 


1 Yes - 


M^NIssue: Oct. 1995: VoL 13: 1 Disk. Microsoft Oct. 1995 


■ Y . . 


r Yes 


MSDN Issue: Jati 1996; Vol, 14: 2 Disks. Microsoft, Jan- 1996 


Y 


Yes 


MSDN Issue: Apr- 1996; VoL 15: 2 Disks. Microsoft Apr. 1996 


Y 


Yes 


MSDN Issue: Jul- 1996: VoL 1 6; 1 Disk. Microsoft JuL 1996 


y 


Yes 


MSDN Issue: Oct. 1996; VoL 17 1 2 Disks. Microsoft, Oct 1996 


Y 


Yes 


MSDN Issue: Jan 1997; VoL IS: 2 Disks. Microsoft 'Jan. 1997 


Y 


Yes 


MSDN Issue: 16-Bit Archive 1997; VoL NA: 1 Disk, Microsoft Jan. 1997 



* Any possible *Ts "that wore missed shall not negate the anticipatory nature of a reference, particularly where 
there is a chart in Appendix B. 1 9 
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Yes * 

Yes 

Yes 

Yes 

Yes 

Yes 


MSDN Issue; JnL 1997: Vol No. 21: 2 Dfcte, Microson. jul j997 
MSEtNInrBe; Oct. 1997;"VoL No. 24; 2Disfa. Microsoft* Oct, 1997 

MSIDN Issue: Visual Smdio 199^- VafcNo, 191: 1 Dfck. Microsomias? 

MSDN Issue: Jan. 1998: VoL No- 27: 2 Pisls, Microsoft Jan. 1995 

MSBN Issoc: Aw. 1998; VoL No. 30: 2 Disks. Microsoft. Apr- 


i 

Y 
Y 
Y 
Y 
Y 
Y 

Y 

Y 


Yes 
Yes 
Yes 
Yes 
Yes 
Yo 

Yes 

Yes 


MSDNIssuc Jul. 1998: Vol No. 33«. 3Disfe, Microsoft. JtuWW* . 

MSDN Issue: Oct 1998; Vol- No.: None: 3 Disks. Mierc£oftLUc^998 „ 

_ ^jw.vt- v i rovi- ^r,A.i Ma > MnfiA* *i TK^Ine. "Microsoft. Jhtl. 1999 

M5TDN Issue: Apr* 1999; VoL No.: Not*2 3 Disks, Microsoft APT- is99 • _ 

MSDN Issue: Jul- 1999: Vol. Noj None; 3 Disk*, Microsoft, JnL1999 ^ 

™™j I*«ift! Oct. 1999: VoL No.: None: 3 Disks. Microsoft, Oct 1999 
Ch^iC D^vid; gtnjgtCMd 2000: Selected Papas from the Second International 

SttMTT TflnT olVtf% Cftrtfargnce. Oct. 4-6. 1969 *. ! — — — 




Yes 

Yes 
Yes 


UAPausntNd4 1 926^G; MavlS. 1990: 

US. Paient No. 4329.870: JiiL Ifi. 19&5 ■ 

Meyen Carl HL; Matyas, Stephen M.; CTfyp^fTaytfiy: New u^^wml 
Ootmnrtcr Secnritv. Iohii WileV & Sons. New Yorlc 19*2 \ 




Yes " 


-Intcn^geMc^geSpccifit^ 

jWtoc Tfrrr^ 1 Andean National Standard Accredited Standards 
Ctornrniaee X9^nanc*al Services Cwtriioittoe. ANSI X9J2-1988* Axacrican 
Tfcmtas Aisociaticn. Mkv lfeJ988 .,. ■ - 


y , 
Y 


Yes 
Yes 


BccenJts fiomJuL 1993 MSDN disks. JuL 1993. . : 

Cox, Benjwnin; Tygar T JJ>* Sirbu, Marvin; *NetBlH Security and Traction 
Protocol" Carnewe Mellon University __ 




yes 


Cox, Brad; "What if there is a Silver Bullet aitf competition gets it Cisir, 
Journal of Obi^*-^ncnted Programming Jrav 1992 — rrTr 


Y 


Yes 


-CJTED Hoal Report; A Guide to CITED J>>cunieutMioo%^^KiT. Project 5469, 
ISBN <K7123~21 15-2, T^e CTIVl ^Consortium, Sep. 1 994 „ 


Y 


Yes 


Boisson, JearvRrfincdiS;"! -Bwsiijess Perspectives and Requirtasoeius, ^- ine 
CXTED Protect: fcevs and knowledge"* CITED 5469 


Y 
Y 


ICS 

Yes 


Vnn < flvnr nfcwtirledfce Economy: filter trenoV. uii idi* 54ti9 
Boisson, Jean-Francois; "Software components: deliverable Trial Offer t uitw 


• Y 


Yes 


Van Slype, Georges; "tnc CITED approach, Vet. 4-0"* H* Project 5469, 
The tint" 11 wwtiTun. Apr: 20, 1994 


Y 


Yes 


Moons, Jan; -Report on the vseis retirements. Vex. 1ST. ESPRIT rtoject 
5469. The CJTm Consortium. Nov. 27* 1991 ' ■ ■ ■ 


Y 


Yes 


Schctie, Dr. J^ "Case o£applicaiiiwi Ot the geucne UlfiU Model m ihc 
OTEDisaticn m ihe softwwe dislriburion process", ESPRIT II, Project . Jan- 12, * 


Y 


Yes • 


Me**** Jan; H Case of application Of the generic CJTEU Model to tne t^lEDJsanon 
of a directory database cm CD^OM, Ver. 2.0% ESPRIT H. Project 5469, Thfi. 
ClAJfeJJ Consortium. Nov. 30. 1992 


Y 


Yes 


l«I_nrn^f Mflri FJ.T- "CITED Final lUfort^.EJsevier S^ence B.V^ Apr. 1994 , 



* Any possible 'Vs that were missed shall not negate the anticipatory nature ot a reference, parttaitariy where 
there is a chart iri Appendix B. 11 
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Y 


Ye 


Bafesos, Jean-Francois; ' *How io cu-Kuise application; Cftndelxnes and examples » 
CTD5D5469 


Y 


Yes 


Nguyen* T&aonj Saint Bticnne, Patricia Louise (SAGEM); 'Guidelines for * 
Vn^Hi'An Af urttlRTl ^Vfttem" CITED 5469 SA^21 -40-003. Jul. 4. 1994 - 


Y 


Y« 


Van Slype. Georges; Tne future of ClXBDs a feasibility study, Ycr. 1 . 1 - VoL L 
Suronrary repen uxl recomxncodatioiis", ESPRXT XL Project 5469, The £HHL 


T * 


xcs 


Van Siype, Georges; The future of CI'i'HD: a feasibility study, Ver. LI - Vol* ttfc 

A i Ti-Lh ^f-^t,^ o* WfflIT TT T>mWJ 5d£0_ The CITED 

OtwsortJonuMar. 28, 1994 


y 


Yes 


me «rryi /%mvri irhf in TVansmiHa/l "FlfEtrtmlc Do/S&m&ntS. SdCCIaI Interest Gf012D N » 

CTTED, Meeting, Heathrow, Sep. % 1993 


Y 


Yes . 


lur^Dp^n-MAAiu i»k*k -^rrk-m fjteru-o^s' Van Slvne fttfinrcan Vftj Diik. ftlar. 30L 1995 


Y 


Yes 


TV.' ^ _T_ _ _ _ \ iT_ ■ tj n ..ii.ii n\tt Jji.SfraT* VrfltTC /\lK<n-Vt* 1 0*1 Hn^rt Y«n 

P^jjnenbOTg, Man t\J aurcsirsTBCZit en oc oignaje (aojiQuiecxr b iyj upca, jbd. j/« 
1995 


Y 


Yes 


% r~ nlln 1 - < f - . . ft j. ii /l.| ,,-ni- ■ Van QKjn^ *♦ ItwivUUI rVll^T. T?fth 1 ji_ I*jft5. 

IrlTirfffHiaTtfiOUff igpery Tro^n vacuities v an Jiypc Bijiucau too lAjbimi. 

Nov 2, 1994 


Y 


Yes" 


Vao Slype, Georges; 7U RACE^AOCOPI Workshop on Conditiowil Access and 
^pyri^t TW/^l™," Mt*PTT TT. Prn]«t S4£9_ The CTTED Consortium. Nov* 9. 
1994 


. . Y . 


Yes 


Miscellaneous lotos froan G. Van Slype at Bureau Van Dijl* Sep. 12, 1994, Sep- 
1994, May 11. 1994, May 10, 1994. May 6. 1994, May 4, 1994. Apr. 21, 1994> 
Aw- 20, 1994 


Y 


Yes •.; 


I^errc ESPRIT m- Project 54 69 (CTTriD) from A. Stajflno nt Commission of - 
the European Communities. OcL 7* 1 993 _ 


Y 


Yes 


ESPRIT Project 5469: Contact Axoehdmeitf Number? 2j Commission of ibe 
European Coxminnntie& Seo. 16. 1993 


Y 


Yes 


XuGscdlaiieoiis letters from George Van Slype at Bureau Vaa Pijfc, Apr, 19, 1994, 
Aor. IS. 1994. Apt. 11. 1994. Aur. 6. 1994 


Y 


Yes 


"ibc Future of Cited: A Feasibility Study", ESPRXT D, Project 54*9. 'jje ^H'MJj 
Cortsortfum Aw, 15. 2994 


Y 


Yes - 


Miscellaneous letters from Bureau Van Pijfc Mar. 30. 1994. Mar. 24 , 1994. Feb. 
10 T 1994.I%b.lO-l994 


Y 


Yes 


Handxwittcn nojerc: GVS and AJU Mar. 2, 1994 


Y 


. Yes 


MiscellaDcops lenere from Bureau Van Dijk, JRA. 9, 1994, Jan. 27, 1 994, Jan. 19. 
1994, to 12, 1994, Dec. 22. 1993. Nov. 30. 1993, Nov. 22, 1993, Dec 6. 1993, 
Not. lfe t 1993^ Oct. 1$, 1993, Oct 7, 1993. OoL 4, 1993, Sep. 20, 1993. Sep* 1. 
1993. Mav 19. 1993. Oct- 33. 1993 


Y 


.Yes 


Bureau Van DiJlcManagement Report for Task 4.5: Feasibility Study of ibe Cited . 
AewkY, 1992^1993 


Y 


> Yes 


Bureau YanDUfc Gesfion des contrata; 497C CC£. : CITED <,£>Ul'J t), Vcb. 1993 


Y 


Yea 


K C1TEI>: Preparation of Ac CTTED model functional req^rirentents spedficattons - 
DSscus^on paper (revision 1) M , Bureau Van Dijk. Jan- 16, 1991 



■ Any possible "YS tnat were missed shall not negate the anticipatory nature of a' reference, particularly where 
there is a chart b Appendix e. 12 
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y 


* Yes 


"QTED: Pteparstion of the CITED Modd PWvcdohaJ RegpnTmralsSj^^ 
- Report of the interview with OXFORD UNWERSTTE PRESS* tMTED parf, 
Bureau Van DiikL Feb, 27. 1991 __ 


Y 


Yes-* 


"CECED: Preparation the CUED Kfrrfel pnncupnaJ ReqiqxcuK»its $peafi<»UOB5 
- RepcWs of ihc interviews with five CITED Partners" (Farmers: Sagem, 
Teteystemes* NXE, Efccvier, Oxford Utuversity Press), Bureau Van Dijk, Apr, 5, 
1991 . — — ■ — 


I 


ICS 


*^C£lEDc Prepawtioa oflhe Model FitaCtioiu) Hcqraremepls Sp caseations 
-Reports of the htfejviewR with Seven International Ons«ai2atioiis: EBU, ECMA, 
EUDA» IFPI, IFTC. STM. WIPO". Bureau pijk. May 27. 1991 


Y « 


Yes 


V«i Slype, Georges; Mocnr , Jam Vantfeuwcnfauysc, Lawrence; "T he future of 
COXED; a feasibility STudy~; ESPRIT II, Project 5469* The ^ jfl> Coraortivro. 
Nov. 15, 1993 : 


Y 


Yes." 


V«i Slype. Georges; *Drsft CUED tnurchsn^ formats, Vex, J-CT, ESPRIX u> 
Profect 5469. The QTED Consorfitim. Jan- 2fi. 1994 1 : 






Miscellaoecms letter from Georges Van Slype at Bureau Van Dijk, Fe&. ZS» 1^*4 


Y 


Yes 


Van Slype, Georges: The ftone of CITED : a feasibility study, Ver. LO- VoL Is 
Summary report mid rccommendatioiis". ESPRIT H, Project 5469, The CITED, 
Consoitxnni. Eeb. 28. 1994 . ! : — 


Y 


Yes 


Van Slype. Georges; Moeas, Jan; VaxmieuwenhuysG, Laurence; '"The tuture ot 
CITED: a feasttnUty study, Ver. LO - Vol. Hr Pull rcpOcT. ESPRIT H, Project 
54691 The CITED Consortium. Feb. 28. 1994 - • 


Y 


Yes 


Van Slype, Georges "JTie future of CJXKP: & feasibility *mdy, Ver. 1.1 - Vol mi 
Dra5 CTTBD inlOThaugp form*^ P-HPiHT n T Project 5469. The ih±L- 
Consortium. Feb. 23, 1994 — 


Y 


Yes 


-The Future of Otfsd: A Feasibaipr Study", ESPRIT H, Project 5409, CITED 
Proieet Review. Anr. 15. 1994 : 


Y 


Yes 


Van Slype, Georges; "PJL4 RACEfACGOPI Workshop On Coadslioaal Access and 
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Technical Description: Pay-Far- View Copy Protection - , Msttovision, Jim. 1994 



ReaK, Patfi: "Copy Prelection: The answer to pay per view's prayers?\ TVgQ. 
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2002 «J3CC- 15. 1991 ■ 


< 


Yes 


0fiTrY7- "Rj<Tiir?ni7 ftivf rel&Md financial services - Iteouirementfi for message 
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Rights Model and Tcrxnmology for Universal Reference', IMPRIMATUR ' 
Cnnsortnim, Oct, 1998; , 

Electronic Reserve Copyright Managetneut System- (ERCOMS), International 
Institute fox Electronic Library Research, website updated by Rainsden, Arme, Jul- 
22,1996; 
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Internet*. Network Workine Qrom> RFC 1281. Nbv„ J991 
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tbfc Foim-to-Poiot Protocor* Network Working Group .RFC 1472, Jun. 1993 


. y 


Yes 


Kohl, J n Weaman. C; The Kerberos Network Aothenticatiou Service (V5)^ 
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Yes 
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tiP0565314A2 




Yes 


HP 0593 305 




Ye* 


EP 0593 305 A2 . ^ 




Yes ... 


EP 0 651 554 




Yes • 


EP 0651 554 Ai '* 




Yes 


BP 0 668 695 


.... - r — 


Ye£ 


EP 0 668 695 A2 




Yes 


EP 0 668 695 A3 




Yes 


3BP0 695 985 




Yes 


BP 0695 985 Al 




Yes 


EP 0696 793 . - 




Yes 


EP 0696 798 Al 




Yes 


EP0714204 




Ytt 


BP 0 714 204 A2 




Yes 


EP 0 715 243 




Yes 


EP0715243AI 




* Yes 


EP 0715 244 




Ye* 


BP07J5244A1 


- 


Yes 


EP 0715 245 




Yes 


EP 0 715 245 Al 




Yes 


EP07I5246 




Yes 


EP-0715 246AJ 




Yes 


EP 0715 247 




Yes 


EP 0715 247 Al 




Y«i 


BP 0725 376 




Yes 


0 725 376 A2 




Yes 


HP 0749 081 




Yes 


EPO749 081AI 




Yes 


E£ 0763 936 __ 




Yes 


EP 0763 936 A2 




Ye* 


BP 0778 513 _,,_,„ 




Yes 


SP0 778 513A2. 




Yes 


EP 0795 873 




Yes 


EP0795 873 A2 




Yes 


EPO 800312 




Yes 


EP 0 800 312 Al 




Yes i 


GB 2,136.175- 




. Yes J 


GB 2564*796 




Yes * < 


SB 2294348 




Yes i 


SB 2095,947 



* Any possible "Y*8 that were missed shall not negate the anticipatory nature of a roierence. particularly where 
there is a chart in Appendix B. 2& 
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Yes 



Yes 



JP 02-242352 



Yes 



Yes 



Yes 



Yes 



Yea 



Yes 



Ycs_ 



JP 06-175794 



Yeg 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



JP0S-137?95 



Yes 



JPQ6-I5299tt 



Yes 



JP 08-185292 



Yes 



Yes 



JP 57-726 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Ycg 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



Yes 



JP0*~O68&3S 



IP 02-294855 



JP 04-369068 



JP0S-1S1734 



JP 05-2577 S3 



JP0S-26B415 



JP 06-2X5010 



JP 06-225059 



JP 07-056794 



JP 07-^084832 



JP 07rl4H38 



JP 07-2003 17 



JP 07-200492 



JP 07-244639 



JP 08-185298 



JP £2-241061 



WO 85/023 10 



WQ 85/03584 



I WO 90/02382 



WO 92/06438 



WO92/22870 



WO 93/01550 



WO 94/01821 



WO 94/03659 



WO 94/06303 



WO 94/3 639^ 



WO 94/18620 



WO 94/22266 



WQ 94/27406 



WO 95/14289 



WO 96700963 



WO 96/03835 



WO 96/05698 



WQ 96/06503 



WO 96/13013 



WO 96/21192 



WO 96/24092 



WO 97/03423 



WQ 97/07656 



WO 97/25816 



WO 97/32251 



• Any possible "Y"s that wera missed shall not negate the anticipatory mature of a reference, particularly where 
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APPENDIX OF PRIOR ART* 





Yes 


WO97/4S203 l1 




Yes 


Amerkn, David, ct aL, News Release* AT&T, Jan- 9, 1995, AT&T encryption 
system protects information services! 1 page. 




Yes ,. 


Applications Requirements for Innovative Video Prcgrammias; How to Foster (or 
Cripple) Program Development Opportunities Tor Interactive Video Programs 
Delivered on Optics! Media; A Challenge for the Introduction of DVD (Digiial 

TV*/»\ /Id OH f\M lO 

vsaoo uisc} i ly-zu uct iv ■ , - — - 


• 


Yes 


Argent InfoEraanoja Q&A Sheet, httpitf wwJd^t^*vratermar1cxcan/. Copjiight 

A7»» 1 u9 Ulv^c yjuiayvajp / pages. 




Yes 


Animation of Securities Markets and Regulatory Iiapljcaiions, Financial Mariet 
Trends* n5Q, p. 20-33, Oct 1991. [File 148, Gale Group Trade & Industry &B* 




Yes ~ 


Avcry-etal; Reeonmsetider Systems For Evalaating Computer Messages, ' 




Yes 


Background on toe An'ittnistca don's Telecommunications Policy Reform Initiative 
News Release The While fiouse. Office of the President, Jan. 1 L 1 994 




Yes . 


Baggett, Claude, Gable's Emerging Role in the Information Superhighway, Cable 
Laos. 13 slides. 




• Y« 


Communications of the ACM w>- 66-72 {Mar. 1 997V _ 




Yes 


TjflrnasL TTinnrinTTi ScdEwicLEsn ■ TTic Cvbcmotarvi Ptibfie KftV "Rftfris tffr tion 
Cejtificaiim and Authentication of International Legal Transactions. 4 pagci. 




Yes 


^arnesj Hugb. Tnejno to Henry LaMuth, subject: George Gilder article^ May 31. - 
19941 




Yes 


Bart, Pan, Coinments in the Matter of Public Hearing and Request for Comments 
on the International Aspects of the National Infoim&tioa Infiastjucturn* JBefoje the 
Department of Conrrocrne, Auk. 12 t 1994. 




Ye* 


Baum, Michael, Worldwide Electronic Commerce: Law, Policy and Controls 
Conference, vto&zm Nov.. 11,1 99_3. 




Yea 


Best, Robert M., Digest of Papers, VLSI: New Architectural Horizons, Feb- 1980, 
Preventing Software Piracy With Ciypto-MicroprCstt&orSt pp. 466-469, 




Yes' 


Bis&ey, Richard I*, D and Gerald J Popek, Eneapsuiation: An Approach to 
Operating System Security, (TJSC/Informatioa Science Insti&itc, Marina Del Rey > 
CA^ Oct, 1973, dd- 666-675. 




Yea 


Blom et aL, Encryption Methods in Data Networks, Ericsson Technics. No- 2, 
1975, Stockholm, Sweden. 




, Yes 


Burner, RSeJe H.* "Power Agent, NetBot help advertisers reach Internet shoppers, 1 * 
Au$. 1997 n^ocument fiom Internet. 




Yes 


Cable Television and A/nerica's TeJecomrDunications Infrastmcinre, (fXadonal 
Cable Television Association, Washington, DXL\ Apr. 1993, 19 paees. ' 




Yea 


Caruso. Dcnisc, Technology, Digital Coounerce: 2 plans forwateiawks, wbicb can 
bind proof of authorship to electronic works, N.Y. Times, Aug. 7 , 1995, p, D5- 




• Yes 


CD ROM, Introdueing . . . The Workflow/ CO-ROM Sampler, Creadvc NcCWOdcs, 
MCXMail: Creative Networfa^ Inc^ Palo Alto, California. ' 



* Any possible Ts thot were missed shall not negate the anticipatory nature ot a reterence. particularly where 
there tea chart in Appendix B. 30 
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Yes 


OQ3 Common Gifo^y Interface Document from the Icierrtei, f 

<C^@DCfia.TiiUB^edtl>i 1996, 1 pa*e» ' 




Yes 


Chase; Chevy, MD^ ftfccStare (Electronic Publishine Resources 1 991)* 


Y 


Yes . 


Cbpndhnry, et aL, "Copyright Protection far Electronic Publishing over Computer 
NetwotkE/ ATOT Belt l*boxai6tes. Murrey Kfl, New Jersey 07974 Chia. 1994). 




. Yes 


a ark, Tim, Ad service gives cash h ack. Document from (he Imerneii 
<wwwjtc%c»JiiJNe^ . 




Yes 


Godercard, Spec Sheet-Basic Coder Subsystem (Interstate Electronics Corp, 
Anaheim. CA>, (undated) 4 pages. 


..... 


Yes - - 


Collection of docnroexits including: Protecting Electronically Published Properties* 
Increaang Publishing Profit*. (ElcctrCnic poWi^hmg Resources Inc.) Jan, 1993, 25 




YC8. 


COBjrouiucatioo$ of the ACM, Intelligent Agents, JuL 2994, vol. 37> Nov 7, 




Yes 


Commmucations of the ACM. Jon, 1996, vol. 39- Ncu 6. 




Yes 


Cnrnputrr Systems Policy Project (CSSP). Pcrpscctrves op the National. 
InfonratiOD Infrastructure; Ens^rm* ImeroneraDiltrv (Feb. 1994}, Pcb. 1994. 




Yes 


Cunmngbam, Doraa, ct sU News Release. AT&T, Jan. 31, 1995, AT&T. VLSI 
Technology loin to improve info Mehwav security, 3 paRcs. 




Yes 


Data Sheet About the Di gital Notary Service, Surety Technologies, Ino, 1 994. * 
1995, tip&gca, 




Yes 


Demp£ey» ex aL t "the Warwick Metadata Workshop: A Framework tor the 
Deployment of Resource Description*, D-J^b Magazine, JuL 15, 1996. 




■ Yes 


Denning et aL, Data Security. 1 1 Comparing Surveys No. 3, Sep. 1979. pp. 227- - 
249- 




Yes 


DifEe, Whitfield and MartinB. HeUman, IEEE Transactions on Information 
Theory, vol. 22» No, 6. Kov. 1976, New Directions in Cryptography, pp. 644-651 - 




Yes 


Diffie, Whitfield and Martin E. Hellman* Proceedings of the TFPK. vol. 67, No- X 
Mar- 1979* Privacy and Aurhenticationz'An Introduction to Cryptography, pp. 397- 
427. 




Yes 


DSP560O(yPSP56O0l, Distal Signal Process co-User's Manual, Motorola, 1990, pp. 
2-2. 




Yes 


Dusse. Stephen R. and Burton S. Kallski, A Cryptographic Library for the 
Motorola 56000. fa Damgard, I. M. ? Advances In CrypUjlogy-Proceedings 
EurocTYW 90. Spnneer-Var)aR T i991j3P_.230.244l. 




Ycfc' 


Dy^Bsther t Intellectual Value, Wired Magazine, JuL 1995, pp. 136-141 and 182 
184, 




•Yes 


aDS Provides Power Agent with Internet Services to Support Onc-to-One 
Marketing (PowcrAfSBntltse, 1997* no later than Aue. 13, 1997). 




Vts 


EFFcctor Online vol > 6 No. 6, "A FuhGcation of the Electronic Frontier 
r^uiKJatSo^ fc 5p^Dee-6;i9?3. ^ 




Yes 3 

4 


FJA and TIA White Paper On National Jaformetion Irdrrcauctnxc, publisbed by the 
Electronic Industries Association and the Telecomrniini cations Industry 
Association, WBshans^IXC^ i»0 date. • 



< * Any possible "Vs that were missed shall not negate the arrtfcipatory nature of a reierence, particularly where 
* Ihere tea chart in AppendbcB. 31 
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Yes 



fiectromc Currency Reqmrtoeot*,.XIWT (Gross Industry Wdrkm^Orbup), (no * 
dateV 



Yes 



Electronic Publishing Resources Inc. Protecting Electronically Published lYopetties 
tereasing PuhEshing Profits (Electronic Publishing fcesonrcrs 1991). ' 



Y<* 



Firefly Network, Inc^ www^Qy^om, Whai is Firefly? Fiiefly revision; 41.4 
Copyright 1995, 1996- 



Yes 



F?rst Cn HoneyweQ Bull International Symposium on Computer Security gfy> 
Cfmffdfti t tn fi ry, Jan. 26-28, 1981, CoitfaenceTcxt, pp. 1-21. 



Yes 



Framework for National liifamiaUoo lufpsmuacwc Services, Draft, XJJS. 
l^partmeiitofCominercc.JuLl994,, 



Yes 



Franxiwork for National Information infrastnictnre Services, NIST, Jul, 1994 r 12 

slides. " " . 



Yes. 



Garcia. D. finda. Science, space and tec&oology. Hearing before Subcomm, on 
Technology, BzrVtronmerU. and Aviation, May 26, 1994 (testimony oTD, Linda 
Garcia). 



Yes 



Cleick, James, Dc^d as a DolIm% Tnc New Yoiic Time* Magazine, Jim. 1 6, 1996; 
Section fi T yp. 26-30, 42, SO, 54-. 



Yes 



Gxcfuras. Ffced, Softie Symposium *9S, Copyright Cfrgiranccs sod Moral Rights, 
Nov. 30, 1995 fas mxiateit! Dec 1 1. 1995). 3 pages. 



Yes 



Gufflon; Lotus C Smart Cards and Conditional Access, Advances In Cryptography 
Proceedings ofEiroGypt $4 (T. Beth et al, Ed., Spdngcr-VcrJag, 1985) pp. 480- 
490. • . 



Yes 



Haar, Steven Vender, FowerAeent JUunches Comocrdal Service Interactive 
Week Aug. 4» 1 997, fDoomn'cnt from the Intcmefl 1 pace. 



Hannan, Hairy Modem Factor Analysis. Third Edition Revised* University of 
Chicago Press, Chicago and London, 1976, 



Yes 



Yes 



Hearst, Interfaces For Searching the Web Scientific American pp» 68-72 (Max. 
1997), 



Yes 



Berzberg. Amir ei al., PabFiC Protection of Software, ACM Transactions on 
ter Systems, vol S. No. 4, Nov. 1987, pp. 371-393. 



Ye* 



Hofmann, Jnd, Inierfaong the NH to User Homes, (CoDsnroer Electronic Bos. 
Cgnuiunce) KIST. Jul. 1994'. U slides. 



Yes 



Hofinann, Jud. Inierfacing the Nil to .User Homes. Electronic Industries 
Association, Consumer Electronic Bns Cojatmittoc, 14 slides, no date. 



Ye* 



Holt, Stanniev Slaxt-up promises user confidentiality in Web rnajrketins service, Info 
World Electric, Aiifi. 13, 1997 (Document fern Internet)/ flnfoworid PubEshing 
Qo.Ang,4. 19971 



Yes 



HotJava-TM*; The Security Story ^Document from the Internet, (no date) 4 pages. 



Yes 



How Can I Put an Access Counter on My Home Page?. World Wide Web FAQ. 
1996» 1 page. 



Yes 



Multimedia Mixed Objects Envelopes Supporting a Graduated Fee Scheme Via 
Encryption, IBM Technical Disclosure Bulletin, vok 37, No. 3, Mar. 1, 1994. pp. 
413-417. XPO00441S22. 



Yes 



Transformer Rules Strategy for Software Distribution Mccharasn>£upnort 
Products, IBM Technical Disclosure Bulletin, voL 37, No, 48, Apr- 1994, pp. $23- 
S25.XP0004S133S. ; ... 



* Any possible "Vs thai were missed shall no* negate the anticipatory nature of a reference, particularly where 
there is a criart In Appendix B. 32 



PAGE 84^93 ' RCVD AT 8/4/2004 9:15:02 PM [Eastern Daylight Time] s SVR:USPT0-EFXRF-1/1 * DN!S:8729306 * CSID:650849677S * DURATION (mm-ss):3140 



AUG. 4.2004 6:49PM PALO ALTO OFFICE ■ ""NO. 339 P. 85 

i ■ ■ ■ " ) 
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V- iv*^- : ^'- ;J>;7 *. * : "-V- / -/ jj" :'V.'\*-:. v i-i 




Yes ; 


HSPBreak Out Session Report for Group No. 3, Standards DeveJoprotat and '• 

Itacldmr System, no date. " 




Yes- 


Jnforaialion Znfiastnacmfc Standards Panel: NH "The Information Superhighway*, ' 
_ Ifeti&nsB^-KODesJ-ASC X$. foo date). 15 panes. 


' - 


Yes 


Intellectual Property and die National Inforrnation Infrastructure, a Preliminary 
Draft of the 'Report of thfe W^rfnng flmnp «m TrftrfTAMml P| rtf*n »y Tiffin <?TfrHl 

_ panecJTaL 1994, 141 Daces. 




Yes. 


Invoice? Whafs as Invoice?, Business Week. Jus, 10, 1996, pp. 1 10*1 12- 




Yes 


Is AdverrJam* Really Dead?. Wired 1.02, Part 2, 1994. 




Yes 


Javasoft, Frequently Asked Questions- Applet Security, Whafs Jffva.TM.7 Products 
and Services. Java/Soft News. DeveloT>CT / R f^ariigr Jitn 7 , 1 QQfi H ttawgt 
DoemDcntltom lntemet <^&ve@7aVa^an^ozn> 




Yes 


JiariE. ct aL A concern t*-B a sed -Annuo adi to Retrieval fmm An J»]ftetrftrttf TfuTiKiriAl 
Directory, International Journal of Electronic Commerce* vol. i f No. 1, Fall 1996. 




' Yes 


Jfiffl£& 'DfibfO. Ton Tech 5!fAriftJI r*Prtlrt*r A G^^nt IriFmfitirtc Toi l 1 Tfiili jii^f 

Infomediary" to Ewpower tod Protect Consumers, Aug. 13, 1997, 3 pages 




Yes . 


Kautt, Referral Web: Combining Social Ndwgjfcs and Collaborative Filtering, 
Communications of the ACM* up- 63-65 (Mv. 1997X 




Yes; 


KeJly, Kevin, Wnole Earth Review, E^Money, up, 40»S9 T Summer 1993. 




Yes 


Kent, Stephen Thomas, Protecting Externally Supplied Software in Small 
Computers, CMIT/LCS/rRw255) Sen. 1980, 254 cage*. 




Yes 


[Kohntopp. M.. Satfs durch die Blume, Apr. 1996, rn^@$e^irog.rietii$6.de 




Yes 


Konstan ct al, Applying Collaborative Filtering to Usenet News, Coinmumcations 
of AeACMj to, 7T-.87 (Mar, J997>. 




Ye* 


KHstoi ct aL, Anonymous Internet Mercantile Protocol* AT&T Bell Laboratories* 
Murray Hill. New Jersey. I>raft: Mar. 17, 1994. 




ICS 


tagpzri. Carl, D-Lib Magazine, Jul JAug. 1996* Hie Warwick Franwwoifc. A 
Container Architecture for Drm^e Sets of Metadata. 




Yes 


Ucrf. MDcc„ electronic mail, George Gilder's Fifth Article— Digital Daifchorce— 
Newspapers, Feb. 21,1 994. 




- Yes . . 


Lew, Steven, E-Money. That's What 1 want* WIRED, Dec. 1994* 10 oaffes* 




. Yes 


Low et aL, AnonyTnous Qedit Cards and its Collusion Analysis, AT&T Bell 
Laboratories, Murray Hill. New Jersey. Oct 10, 1994. 




Yes 


Low et 4U AjQOnymous Credit Cards* AT&T Bell laboratories, Proeecding$ of the 
2nd ACM Conference on Computer and Cornmumealions Security, Fairfax, 
Viririrua^Nov. 2-4.JJJ94. 






Low cl tL, Document MarKeng and Jdcotifi cation using boih Line and Word 
Sbiftins, AT&T Bell laboratories, Murray Hill, New Jcrscv, Jul. 29. 1994. 




Yes. ] 


Lynch. Searching the Internet Scientific American pp. 52*36 (Mar. 1 997). 




» ! 


vlaclachlan. Malcolm, PowerAgenl Debuts Spam-Fret Marketing, TechWire, Ang. 
L3. 1997, 3 paees OJociirnent frcrmliitcrneQ. 




Yes j 


Vfaxcrncbuk, Flectronic Document Distribution, AT&T Bell Laboratories. Murray 
gffiL New Jersey 07974w 




Yes 3 


vGcro Gord (Micro Card Technologies, Inc. Dallas, IX). (no dale), 4 pages. 




Yes 1 


wtflbrandr, Eric Stenauograpby Info and Archive, 1996, 2 pages. 



* Any possible Ts that were missed shall nox negate me anticipatory nature of a reference, particularly wnere 
there is a chart In Appends B_ 33 
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Y . 


Yes 


Mon, Ryoichi rod Masaji Kawahara, "SupcadialrihisbOTThcOopCcplanJthc 
Acclutcctxve, The Ttansactions of (he BTEtCX V, E73, No* 7, Tokyo, Japan, Jul 
1990. 




Yes 


Mossberg, Walter Personal Technology. Threats to Privacy On-line Become 
More Worrisome* Wan Street JournaLOct. 24, 1996. 




Yes 


Nepjoponte, Nicholas. Electronic Word of Mouth. Wired, Oct 1996, t>, 218* 




Yes 


NcgropOBtt* Nicholas* Some "Thoughts on Likely and Expcctcd.Commumcatlons 
Scenarios: A Rebuttal, TcJewnnmunicationSt Jaa- 1993, pp. 41-42. 


- 


Yes' 


NeurzxBxm, et aL. A Pftrvaofy Secure Operating System: Ute System, Its 
Applications, find Proofc, Computer Sdc&ce. Labortery Report CSL- 1 16, Second 
Effiticm. SRJf International rMav l98Cft. 




* 'Yes ; 


New Products^ Systews^oid Services, AT&T Technology; vol. No. 4, (undatedX' 
pp. 16-19. 




Yes 


News from The Docrsiatpt Company Xerox* Xerox Announce? Software Kit for 
Crating Worthy Pocnj^ents with Dataglyphs Document from Internet* JNov, 6, 
1995, J3 tKlfces. *. 




Yes 


NTT, Architecture Retirements, XJWT, (no date}. 




Yea 


Open System Environment Architectural Framework for National Information 
Infrastructure Services and Standards, in Support of National Class Distributed • 
Systems, Distributed System Engineering Program Sponsor Group, Praft IS), An£. 
5. 1994. 




Ye* 


Pelton, Dr. Joseph N n Telectmimimieatioitt, Why Nicholas Ncgroponte is Wrong 
About the Future of Teleoonununication, pp. 35-40, Jan. 1993. 






Po nland Software's ZipLock, Internet Infonnatioii, Copyright Portland Software, 
1996-1997. 12 pace* 




Yes 


PoweiAgejit Introduces First Interne: "Infomcdiary" to Empower and Protect 

^uruumos ir^wctAi^in Use. AUE> *r« 177 / /« 




Yes 


Power Agent Introduces First Internet "Infomediary^ to Empower acd Protect 
Ccuswners (FowerAgent Iocl. 1997 (no later than Aoe. 13, 1997). 




Yes "*', 


PcwerAgent Introduces First interact , J^fbmediary v to Empower and Protect 
Consumers (Tech TalkAue. 4. 1997V 




Y«. . 


Power Agent Introduces First Internet ^Iirfbmediary" to Empower and Protect 
Consmnexs (Techraall.com. Auk. 4, 1997). 




Yes 


PorwerAgent Introduces Internet's First True 1:1 Marketing Network CPowexAgatf 
fo^Anft.4,1007), 




■ 


Power Agent Press Kd cases, "What the Experts are Reporting on PowcrAgcnt," 
Aue. 13, 1997. 3 paees {Document from Tjaerncrt; 




.Ym 


> owerA£ent Press Releases. Whattjic Experts arc Reporting on PowerAgent, Ang. 
3 m 1997, (J paces (Document from Interact)- 




Yes 


Pbwer Agent Press Releases, What the Experts are Reporting on PQwcrAgent, Aug. 
1997, 5 1 pages (Document from Internet). 




] 

Yes 1 


^emepos Announces Templar 2.0-Nejct Generation Software for Secure Internet 
SDI, Document from Internet master^ templar j^eo-^Jan- 17, 1996, 1 page. 



• Any possible "V-s trist were missed shall not negate me anticipatory nature of a reference, particularly wrier© 
4here i& a chart hi Appendix B. 34 
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■ .* * 

Yes 


fi uuCljgs u. VrQlGe JrHpGTC IOC * uuitd Dl Slcpiuuib UUUilCTCOi /X JU^tOIiuMi 

to MSdraagc Systcons» Document from Internet, <wehmastcr @p j CiixuOSsCOm>> 

4 pages, no date. . 
* 




Ye& 


Press Release. 'Hatit^ Sen&con&iutt ar&^ 
Metenna/Data accunrv Cards (Mar. 4, 1994). 


■ . • '. . • 




Proper Use of Consumer Information on the Interact, .Docosaent from (he Internet. 
White Paper, CPowerAEeiit Xne^ Melo Park, GA) Iuxl 1997, 9 pages. 




Yes 


ftflnkxne, Gordon, Thomas— A Complete Single-Chip RSA Ocvioc,* Advances in 
Cryptography, Proceedings of Crypto 86, pp. 48<M&7 (A^t OdJyako 
&nn*er-Verfoe 1S87>. 




- - .Yes-- «. 


ReillY, Arthur Standards committee Tl-Teledonununic&tion$ v Input to the 
Anlcra&tioite! TOewnniwnications Hearings, Panel 1: Component Technologies . 
of fheNII/GlI. no date. 




Yes 


Resojck. et aL, Keoonnnraidcx Systcms 1 CofnTnnnicatigns of the ACM. vol, 40. No. 
3, Mar. 1997.. ©p. 56-89* 




Yes 


Kcsnick, filtering the Information On the Internet Scientific American pp. 62-64 
(Mar. I997V 




Yes 


KvJi-oO jvm g wuic&l electronic x^JDlisning xTOulems personal uomy dcnxwaro» 
1987 or 1988). 




ICS 


Rose, Lance. Cyberspace and the l-££flJ \f atrnc Laws or Confusion?, 1991. 




Yes 


Koienthd, Sieve; Interactive Ncwtork: Viewers Get Involved, New Media, Dee. 
xyy&j pp. ji^ji. 




Yes 


Rosenthal, Steve, Interactive TV: The Gold Rush is on. Now Media* Dec 1992. pp. 

27-29, ' ' 




Yes 






Yes 


Roths Lein, Edward* Technology, Connections, Making the Internet come to you 
through *push* technology. New York Times, Jan. 20. 1997, p. B5- . s . 




Yes 


Rncker et &I, Personalised Navies don For (he Web, Cooumirications of the ACM, - 
no, 73^75 fMar. 1997). _ 




Yes 


Ruflo&wslrf, Ken, Power Agent Introduces First Jntaiet ^Iitfoxnediary v to Empower 
and Protect Consumer*, Tech Talk New* Story, Aug. 4, l$97, 1 page, (Document 
fomlJH^neQ.. ; : — 




Yes 


Sfl ger, Ira (Edited by). Bits & Bytes. Business Week* Sep. 23, 1996, p. I42E. 




Yes . 


Schlosociw, Steven. AiDcdoa: The (jI's Comeback Kid. ItitenatiooaJ fcononry, 
JunJJuL 1993, 5 pages. 




Yes 


Schnrni&nn* Jurgen^ Pattern Classification. A Unified View of Statistical and 
Neural Approaches. John Wiley & Son*, Inc. j 1996- 






Scnamnneller-Bfcbi, In god, et;al M A Method of Software Protection B ased on the 
Jto of Smait Cards and .Cmrtoerrohic Techniques, fundatedj. 9 paee$, 




Yes 1 

• ■ . . i 


Serving the Coxxoznmiry: APcblic-Intcrcst Vision of ihe National Irtornatfon 
'n&ustrccture. Computer Professionals for Social RespoiiSibiUr/, Executive 

Stnzunary, no date.. 




< 

Yes i 


Shear, Victor, Solutions for CD-ROM Pricing and Data Security Problems, pp. 530 . 
>33, CD ROM Yearbook 198 6-1989) (Microsoft Press 1988 Or I5>89). 



• Any possible 'Y-s that were missed shall noi negale the aniicipaiory nature of a reference, particularly where 
there is a chart in Appendix B. 36 
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Yes 

• 


Siuda, Kan\ Sccwiry Services hi TclcoomnuiDicstions Networks, Seminar; - 
Mapping New Applications Onto New Technologies, edited by B. Hatmer and P 
_ Qanzhwjrer, Zurich, Mac B-10. 198B, pp. 45-52. »OO02l59fi9- 




Yes 


Smith, Sean and J J}, Tyger, Signed Vector Timestrmps: A Secure Protocol for 
Partial Order Time, CMU-93-1 16, School of Computer Science Carnegje Mellon 
Uiuvcrsiry, Husbirrgh, Pennsylvania! Oct. 1991; version of r<b» 1993* 15 pages. 


* 


Yes 


Spuria] Report . "Too Internet Fulfilling the Promise-"; Lynch, aifford; "The 
internet Bringing Order Prom Qiaos"; Resnick, Paul; "Search the Internet*-, Hearst* 
Mairti Af TFJJtcrme Jnftrrination on the ImantiT* Sfcfilv Mflrfc; rinterfaees tbf 

5esrcViinp the 


■ - 


Yes 


Stcfik* Mark, Introduction to Knowledge Systems. Chapter 7» ClafiftffiftatiiOQ 
(Morgan Kaofinann.Publiariers, Inc.. 19951 do; 543-607. 




Ye* 


Steele, Made, Letting Loose (be Light: Igniting Comrserce in Electronic 
Pubh'esoon. {Xerox PARC Polo Alto. CA} 1994*2995. 35 oaves. 




Y« . 


Stcfflc, MarJ^ Letting Loose the Light: Igniting Commerce: In Electronic 
Publication, Internet Dreams; Archecypes, Myths, *nd Metaphors. Massachusetts 
Institute of Technology, 199£nj>d. 219-253. 




Yes 


Seefik* Trusted Systems Scientific American tm- 7 8-81 (Mar. 1997). 




Yes 


Stephenson, Tom* Advanced Imaging, The Info Infrasbrvcture Initiative! Data 
SnrjM , "H5efrway£ and You* pp. 73-74, May 1993^ 




Yes 


Sterling, Bruce* literary freeware; Not for Commercial Use", remarks at 
Computers; Freedom and Privacy Conference IV, Chicago* Mar- 26. 1994. 




Yes 


Strung Bruno, The Use of Gbfpcards for Electronic Sigaa tares and Encryption, 
Proceedings for the 1989 Conference on VLSI and Computer Peripherals* IEEE 
Computer Society Press, 1989. vt>. f4US5-{4)158. 




lefi 


Templar Software and Services: Secure, Reliable, Standards-Based EDI Over the . 
taernet, Prementos. Internet info <& templar.net -loace. 




Yes 


Templar Overview,: Prcmcnos, Internet infb#tenrpJarj>et 4 pases. 




Yes 


Tcryeen et al* A System For Sharing Recommendations, Communications of the 
ACM pp. 59-62 (Mar- 1997V 




Yt=? 


The 1:1 Future of ihc Electronic Marketplace; Return to a Hunting and Gathering 
Society* 2_paees. no date. 




Yes 


the Benefits of ROl For Database Protection and Usage Based Billing (Personal 
Library Software. 1987 or 19861* 




Yes 


TbcNcTV Alexandria No. 1; Alexandria Institute, pp. 1-12, JuL-Aug. 1986. 




Yc$ 


this Web Agent Knows What YwiIike,Baaiiie$« Week, p. 142£(Sep,23, 1996). 




n 

Yet 

1 


fygar, JD. and Bennet Yec, Cryptography: Itfs Not Just For Elocttonk: Mail 
Anymorav CMU-CS-93-107, School of Computer Science Carnegie MeUoa 
ttniversitv; Kttsbursh, f\A, Mar. 1, 1993, 21 oa^es, 




Yes 


rygar, 1JD. and Bennet Yce. Dyad: ASyslem for Usfng Physically Secwe 
^processozs, School of Computer Science, Carnegie Mcfion University. 
FteDoreh. PA (undated). 41 passes. 




Yes < 
] 


tygar. JJD. and B ennet Yce, Dyad: A System for Using Physically Secure 
^processors, School of Computer Science, Carnegie Mellon University, 
5 htsbarribuPA. Mav 1 99 J _ 36 traces. 



* Any possible "Ve that ware missed shall not negate the anticipatory nature of a reference, particularly where 
there is a chart in Appendix B. 36' 
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InterTrust Tech. Corp, v. Microsoft Ooifc. 
Cass No. C 01-1S4O SUA CMKJ) 



OF PRIOk 




Yes 



ValoviCi T., The Role of Cojnpnter NotwodSng in the Emerging Virtual 
Marketplace. Tetecammumcarions, (undated), pp, 40-44, 



Yes 



Vofeht, Joan. Beyond the Banner, Wired, Dec, 1996, pp. 196. 200. 204. 



Yes 



Weber, Metering Technologies 'for Digital Intellectual Property, A Report to (fee 
International Federation of Reproduction Rights.. Organisations, pp 1-29; Oct. 1994, 
Boston. MA, tKSA. 



Yes 



Weber, Robert, Digital Rights Management Tectmciogies, A "Report to the 
International ^federation ofRepjodtieticm Rights Orgsxurafioitt, Northeast 
Consulting Regooreeg. Jnc%. Oct 1995. 49 pages. 



Yes 



Wcfccr, Robert, Document from the Internet Digital Rights Management . 
Technologies Oct 1995. 21 pages. 



Yea 



Weder. Adele. life on the Infohighway, INSTTE, (no date), pp, 23-25, 



Yes 



Wexngaru Steve fl^Pnysic&I Security for the ABYSS S^tein^ ^MTbonwX 
Watson Research Center. Yoiktown Weights, NYX 1987^ pp, 52^58. _ 



Yes 



Wctojcr, Daniel A Statement on EPF's Open Platform Campaign as a Nov- 
1993, 3 pages. 



Yes 



WEPTN Store. Stenography (Hidden Writing) ,'Dociuncnt from Internet: (Coauuon 
Law), 1995* i page. 



Yes 



While, Steve R_ ABYSS; A Trusted Architecture for Software Protection, 0BM 
Thomas X Watson Research Center, ?orktown Heights, NY), 1987, pp. 38-50. 



Yes 



30WT Cross Industry TyoddpR pages, faL 1994. 



Yes 



Yecv Bcnnet, Using Secwc Coprocessors, CMU-C&94-149, School of Computer 
Science. Carnegie Mellon University, Pittsburg PA* 1994* 94 page*. 



Yellin, Bank, Document from the Internet: Low Level Security in Java* Sun 
Microsystems. 1996. 8 pages. 



* Any possible *Y*s that were missed shall not negate the anticipatory nature ot a reference, particularly where 
there is a chart in Appendix B. 37 . 
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Exhibit B to "DEFENDANT MICROSOFT CORPORATION'S 
PRELIMINARY INVALIDITY CONTENTIONS (Patent 
Local Rules 3-3 and 3-4)" was provided via CD-ROM in 
Appln. No. 09/698,044, to which the Office is respectfully 
directed for this exhibit. 
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